IP generally: 
I. First Amendment issues 
II. Economic concerns

A. Monopolist will need to sell at a lower quantity and higher price for maximum profits.

B. Dead weight social loss from monopoly although producer is driven to produce by exclusive rt. 
III. Characteristics

A. Countercyclical—when economy is up, IP goes down-don’t care who rips off your stuff.  When economy is down, vice versa.  
B. Non-rivalrous (b/c you have Win 97 d/n mean other people c/n have it)

C. Network effects: cost-savings the more ppl use the product—eBay 

D. Lock-in effect: cost of moving to a different product is to high so stay w/ it (Windows to Linex)

E. “First Mover Advantage”—period of natural exclusivity (takes people a while to catch up)

IV. IP: Tragedy of the Anti-Commons: if everyone owns little piece of knowledge putting it together will be very difficult. Creates transaction costs so why make something exclusive at all?  
A. Financial incentives (need to be able to capture the rewards of your financial investment)

B. Risk of ruinous competition (free rider problem). 
V. Problems with enforcement of IP infringement laws: 
A. Infringers don’t always have stores

B. Remedies are tricky (can’t just tell people to forget the info they’ve learned, and how to compensate for injury?)  
C. Jurisdictional problem—unlike real prop, which has a physical location, IP can be anywhere. 

VI. Alternatives to IP

A. Grants/funding/prizes: but whoever creates prizes has too much control over economy

B. Liability rule: force ppl to pay inventor to use product

C. Gov’t control
D. Trade secrecy: probs of Arrows Disclosure Paradox, health/safety risks, inefficient (may reinvent the wheel), and ppl may still simultaneously invent the product and so aren’t protected. 

E. Commissioning: Justice Breyer: why d/n ppl who want a product commission someone to produce it? Ex: high school textbooks.  Probs identifying other ppl interest in the product and possible producers. Internet has helped solve this prob.


TRADEMARK LAW
I. GENERAL: SC said Art I, Clause 8 d/n authorize Congress to grant TM protection—only patents and copyrights. Cong later found authority under Commerce Clause, though, when states began to trade with one another. Originated via state common law.  
II. Defintion: Need unique word to represent your product to distinguish it. TM: a signal about gds (source & quality) that c/n be inspected in mktplace. 

III. Pros:

A. prevents consumer confusion and educates them

B. preserves producer goodwill

C. prevents dilution from products overuse, tarnishment from unsavory associations, and unauthorized use
D. avoids monopolies, decreases prices, etc. 
II. Cons:
A. Commerce Clauses does not extend to intrastate activities
B. trademarks often already part of the public domain
C. whom does the law protect?
D. Preemption is an issue: is state altering balance of Congress? 

III. Cong created a national registry (to warn other merchants—very much a procedural thing) and left substantive law to the states.  
A. 1946—Cong passed Lanham Act, which did incorp substantive law.  Fed gov’t still sort of fills the gaps in state TM law—state law always ahead of the curve.  Fed TM law used mainly by people who want to market goods in more than one state.  TM protection potentially unlimited, but owners must continue using the TM.  
B. Four categories of registrable marks: 
1. TM (goods eg Coca-Cola);
2.  service mark (UPS; Kinkos); 
3. collective mark (members of an association use it to ID their own goods or services, eg twin pines of co-op grocery stores);
4. certification mark (signals that goods or services provided by others have met an objective standard, eg UL approved.  Owner of a cert mark must be neutral and can’t use the mark for marketing purposes itself or be the seller of the gds).  
C. TMs always pertain to specific goods—Twinkies for cakes, Rolex for watches. (see pp. 24). TM sometimes covers gaps in ( law where designs that req much investment a/n being properly protected.

D. Procedural advantage of Principal Register: prima facie case of exclusive rt, constructive notice, TM signal = actual notice, etc.

IV. INTRODUCTION:  §§ 1111, 1051-2, 1057-9, 1062-4, 1066-8, 1070-2, 1091 

V. INTERNATIONAL
A. Lanham Act in 1946, 15 USCA §§ 1051-1129:
1. Establish an entitlement to registration by: (lasts 10 yrs)

a) Use

(1) trademark awarded to party who used the mark first

(2) registered in the Principal Register (provides actual/constructive notice)

b) Bona fide intent to use (must be in INTERSTATE COMMERCE)
(1) TM awarded to the party who applied first and later met the use requirements

(2) receives Notice of Allowance until files a written Statement of Use within 6 months, can have extensions if good cause

(3) submits drawing of the mark and not the specimen of a mark that is required of a use-based applicant

B. Trademark registration in a foreign country

1. Paris Convention: (1883) 
a) Recog by > 100 countries, allows them to expand internt’ly knowing that their marks will be avail to them.  
b) Reserve marks that become internationally known for the original producer that made them famous

c) Also allows you to use the date of filing in one PC country as the filing date in every other PC country if the second filing occurs w/in 6 months of the 1st and the 1st eventually matures into a registration. 
(1) But actual use is not required prior to registration of Paris Convention
(2) First use could be when it registers somewhere foreign-based on the Paris Convention

2. TRIPS Agreement (1994) extends the core principle of GATT to IP; requires member countries to accord to other nations most-favored nation treatment.  Also est. a set of uniform min standards

3. Madrid Agreement (1891)
a) Created unitary registration system. Unlike PC & TRIPS which required sep apps in every country where mark used

b) Provides a means to convert a domestic app into an international filing—accepts on its int’l register any mark that has been registered in a signatory country.  

c) International registration in effect for 20 yrs but during first 5 yrs is dependent on the basic home-country registration
(1) If basic registration is successfully challenged (central attack) then all of the other national registrations will fail

(2) Probs for US which d/n join b/c unlike most other countries it requires: Use, Limited registration to the narrowly draw specifications of goods and services in which the mark is being used, Extensive review of applications and Administrative problems of translation, limited fees, etc.


4. Madrid Protocol (1989)

i. Only basic app rather than basic registration is req for an international application

ii. US applicants no longer have to wait until the mark is in use to file an international app

iii. 18 months to refuse an application

iv. If home country mark is invalidated, applicant has 3 months to convert Madrid app into a series of national application, each of which will retain the priority date of the original international app

VI. REGISTRATION: §§ 1051, 1052-54, 1056, 1064-65, 1091, &  1127
A. Requirements: affixation, use, intent to use.  
B. Affixation:
1. Mark has to be on the goods or associated w/ the goods in such a way that when the consumer sees the mark she thinks of the good

2. Ex: marks on shipping containers rarely qualify for TM protection because they’re not seen till after the product is purchased (eg Gateway computers’ cow boxes).  Mark needs to be as close as practicable to the goods.
C. Use: §1127 (determines priority)
1. Physical use: spatial association with goods or services, display, and if under federal trademark j/d must be used in interstate commerce

a) Microstrategy Incorporated v. Motorola, Inc: (p.27) Microstrategy loses PI of Motorola’s use of the trademark “Intelligence Everywhere” b/c:

(1) Failed to demonstrate that it has likely used this TM to identify and distinguish MicroStrategy as the source of its goods or services

(2) No “constant pattern” in its use of the mark which would highlight it --only an ad and not TM

(3) Limited, sporadic, inconsistent use of the phrase

2. Cognitive use: word or symbol is distinctive-intrinsically capable of being understood as a signal and not a description of the goods (“coined phrase”)
a) CL: only technical, arbitrary words are coined phrases that are trademarks 

(1) Ex: Apple (computer, music company), Coca-Cola, Exxon, etc.

(2) Allowed both kinds of “Apple” b/c associated w/ completely different products. Only problem when same name for SIMILAR products

b) Color and sounds also can be TM  

c) Needs to have Secondary Meaning OR Not Be Descriptive

(1) Anheuser-Busch (p. 32)—LA not a protectable TM for a low-alcohol beer. Difficult to prove indep mng of initials apart from the descriptive words they stand for. D had tried to preempt the market and use initials to be suggestive of low alcohol beer
(a) Ultimate test of descriptiveness is recognition by the consuming public (ie, does “LA” connote low-alcohol, or is it perceived as a brand name?) 

(b) LA held to be merely descriptive and unprotectable b/c it hadn’t acquired secondary meaning. 
(2) TM rights can never be granted if its the only effective means of referring to a product category—this is true whether consumers perceive the word as a description or whether they perceive it as a TM.

(3)  How do you infuse a mark w/ secondary meaning?

(a) Use mark w/ other trademarks and people will start to associate it w/ your good. Ex: script Coca-Cola

(b) Can also put mark on Supplemental Register §1091

(4) Secondary meaning—A term acquires secondary meaning when its primary meaning in consumer’s minds is the TM meaning.  2 ways to prove:

(a) evidence showing how customers actually perceive the mark

(b) If the mark has been in substantially exclusive and contin use for 5 yrs, app can estab a prima facie case of secondary meaning.  If PTO cannot rebut the case, mark can be placed on principal register
3. Distinctiveness (p. 42):

a) Generic/Common Descriptive: 1052(f) c/n become a TM under any circumstances. (“light beer,” “decaffeinated coffee”)
(1) If the primary significance to the public is “what are you?” then generic. If TM would stifle competition and give entire category of goods to one producer
(2) TM may become generic---Google, Xerox, Bandaid

(a) When create word to name your category, c/n use your trademark as a barrier to entry. 

(b) Look at meaning of foreign word in that language and if generic---not registerable
(3) Must analyze mark as a whole to det if generic In re Dial-A-Mattress Operating Corp (p. 55)
(a) 1-888-MATRESS is not generic and d/n immediately and unequivocally describe the service at issue, although mattress itself is a generic term. 

(b) P entitled to protection from D’s use of a confusingly similar number and a confusingly similar means of identifying that number.  [ct says phone #s are TMable but d/n ever say if this one was in fact TMed]  
(c) RD says again, like color, problem of depletion.  Says it’s not good for competition when people go directly to such a # or website.  RD says courts don’t belong in protecting this.  

b) Descriptive: 1052(b)(1): Specifically describes a char/ingredient, can be TM if there’s secondary meaning. 
c) Suggestive: Suggests an ingredient/char of the goods 

(1) Requires the observer or listener to use imagination and perception to determine the nature of the goods. 

(2) Can become a TM even w/o proof of secondary meaning (“Coppertone,” “Tide”)  
(3) Immediately TMable
d) Arbitrary: (“Kodak”) Enjoys full, immediately TMable protection.  Very hard to attack, but you pay in terms of not having the name say anything about gd (Apple computers) 

D. Probs w/ use requirement
1. Expensive
2. In past one symbolic use was sufficient. But some products find it difficult to do this—airplane
3. Paris Convention: provided national treatment but priority rule says that if develop TM in own home country and seek to register it somewhere else, then the date of your first use is when you registered it in your own home country as long as registered in w/in 6 months
a) US need to use TM today to register it today (Sept. 2)
b) Canadian law d/n require use. So if Canadian wants register same mark can register it w/out use. Register it on Sept. 1 and comes to US w/in 6 months (by March 1) and registers it in US, American would lose although had first use of mark but Canadian would get benefit of PC
c) This problem brought about intent to use requirement in US. Provides a way for Americans to reserve a mark and gets rid of notion of token uses
4. Use now has to be genuine

E. Registration Problems
1. Interference: more than 1 party applies to use similar marks on similar good
2. Opposition: someone claims that registration of a published mark will cause ambiguity or dilute the communicative capacity of that party’s mark.
3. If lack of distinctiveness problem, then a mark that is capable of becoming distinctive is registered on the Supplemental Register.
4. Trademark rts are geographically bounded and can enforced only in the j/d in which it is recognized. Include symbols, product packaging, and product configuration. 
5. Usual path: Appeal to Patent and Trademark Office (PTO), TTAB, then to the Court of Appeals for the Federal Circuit (more patent litigation, some trademark) then SC
6. Tension w/ 1st A: words should be in public domain.
F. Functionality—(p.65)
1. Definition: not essential to the product’s use or purpose and d/n affect cost or quality

2. Hand’s test: only “non-essential” elements of a product can serve as a TM.  Can’t TM the crescent shape of a wrench if that shape is essential to the proper op of a wrench. (although words “crescent wrench” could acquire secondary meaning and be a mark).  
3. Color may be seen as functional (blue denoting something cold)

4. Some cts give P burden of proving non-functionality; others put burden of proving functionality on D.  
5. “Aesthetic functionality”—the shape of the shoe is functional in that that’s the shape people want (some courts reject this doctrine—would discourage people from trying to come up with appealing designs).
G. Evidentiary issues: dictionary research, Lexis searches, consumer surveys—surveys admitted, but controversial.  Do you look at all consumers, or just the target audience? Who’s administering the ?, leading ?, ? design, and are conditions appropriate? 
VII. Tradedress
A. Mosler’s Safe vs. Eli Norris  P’s safe had metal band around it, behind metal band was a bomb. So if force safe open, bomb would explode. D started selling safe w/ metal band but no bomb. P sues for tradedress infringement. Value of safe lies in its overt shape and indication of a bomb. If this gets diluted when there is no bomb attached to metal band, P should win.
B. Arbitrary and suggestive tradedress are inherently distinctive but descriptive trade dress requires secondary meaning to be protected. Two Pesos Inc. v. Taco Cabana, Inc. (p.40) 

1. Trade dress (packaging) of a restaurant (decorated in hot pink, hot orange, yellow, turquoise) can be protected under the Lanham Act b/c its inherently distinctive but w/out proof of a secondary meaning
2. Color scheme not held functional although may denote Mexico. 
3. Prob: Two Pesos d/n address whether can protect mark while its trying to achieve a secondary meaning b/c then would be protecting a descriptive mark. 
4. Case later limited to product packaging b/c product design trade dress only protectable after showing secondary meaning. 
5. Reducing tradedress protection in order to enhance competition

C. Preemption doctrine: Tradedress used to be only protectable under state law. But preemption says state law c/n coexist w/ federal law if state law creates a monopoly on something not sufficiently creative to qualify for patent or copyright.
D. Election of remedies: either get trademark, patent, or copyright, c/n get them all

1. If you invent something and instill in it goodwill and convince ppl that shape of product is the goodwill, should have 2 different protections of good 

2. Traffics court: is something was subject of the patent, then it was useful, so then it must be functional. 
a) TrafFix Devices Inc. v. Marketing Displays Inc. p.52 (effect of an expired patent on a trade dress infringement claim). Trade dress protection may not be claimed for product features that are functional. Utility patent is strong evidence that the features therein claimed are functional. Dual spring design was mentioned in patent and P d/n carry burden of overcoming the evidentiary inference of functionality. Since functionality is established, whether MDI’s dual spring design had acquired secondary meaning need not be considered. 

b) Shredded wheat had patent protection on manufacturing process not the shape, so traffics ct argument w/n be useful in this case

E. Distinctive packaging vs. configuration

a) Tradedress is configuration of product: crescent wrench or design of a race car
b) Probs w/ configuration

(1) Inhibits others who want to make product. 
(2) Might undermine policies of ( law in that ( law provides a limited right, only in the inventor, for very creative works—but anyone can get a potentially unlimited TM for any distinctive designation.  

(3) So more stringent test to prod configurations than they do to prod packaging. 

(4) Why should Ferrari receive unlimited TM protection when it’s not innovative enough to patent?  Does it make sense to interpret the Lanham Act in a way that circumvents the limitations of ( and (?   

(5) Difficult to tell difference b/w configuration and packaging. Ex: color:  

(a) Taco Cabana: colors are packaging and configure whole experience

(b) Tiffany’s jewelry box is part of the experience of the product. So both configuration and packaging. 

2. Why are tradedressing becoming so popular as kind of TM?  

a) b/c US d/n have design legislature to protect designs

b) part of copyrt law was thought to protect design

c) those who make replacement parts for car are anti-design protection and insurance industry 
VIII. Limits on Registrability: §§ 1052, 1064, 106
A. Color—used to be idea of depletion—only so many and then you’ll run out.  Colors are now registrable if they’ve acquired secondary meaning.  Problem is that some products are best presented in only some colors.  Usually count as functional if required for the product.  May or may not be functional on the TM itself.  QUALITEX (44)—USSC: Color can meet TM req when its non-functional, has obtained secondary meaning and IDs a particular brand. No special legal rule prevents color alone from serving as a TM.
B. Old Glory Condom Cor: Held okay to TM flag imagery for condoms.  Court takes into account the “seriousness of purpose” surrounding applicant’s use of the mark in assessing whether the mark is offensive or shocking.  .  

C. §1052 (a) deceptive matter vs. §1052(e) deceptively misdescriptive matter (p. 76)

1. §1052 (f): if deceptive, never can be registered but if deceptively misdescriptive can registered after acquire secondary meaning

a) Deceptively misdescriptive if: 

(1) misdescribes goods
(2) consumers likely to believe misrep

b) Deceptive if misrep would materially influence the purchasing decision.
2. Geog marks that are not prim geog descriptive are registrable (eg Dutchboy paint). But terms which function primarily as indicators of geog origin are not registrable 

a) Pre-1993, geog descriptive or geog deceptively misdescriptive were registrable after a showing of secondary meaning—grandfather provision exists for marks in use and distinctive pre-1993

b) Now c/n register terms that are primarily geographically deceptively misdescriptive or geographically deceptive (geographic origin is false and purchasing decision depends on it) Geographically descriptive is registrable if has secondary mng
3. Test: 

a) Does term primarily convey a geographic connotation and would ppl believe that gds come from that place? 

(1) Do the gds in fact come from this place

(2) If yes to above→geographically descriptive

(3) If yes to first but no to second Q→ geographically deceptively misdescriptive
D. Cancellation: 

1. Incontestability (§1065): 

a) Before 5 yrs can cancel on any grounds that w’ve initially denied it registration.

b) After 5 years c/n be challenged on grounds that it is confusingly similar or that it’s not inherently distinctive and lacks secondary meaning.  At least one circuit has also prohibited functionality defense after 5 yrs.  Grounds include: abandoned, become generic, used deceptively, discriminating use of certification marks, scandalous, or for purposes other than to certify 
c) Given that a genericity defense can be brought at any time, does this holding make sense?  Also, “incontestability” seems like something of a misnomer in that more that 20 defenses are good at any time.    


2. Registration and consumer standing: “real interest” test---OJ Simpson case: Note 12: who has standing to oppose marks. 

a) §1063 opposition procedure is often used by competitors. 

b) But some public interest groups have used scandalous argument to oppose trademarks. 

c) Patent oppositions are harder to get standing for but broad rules of standing for trademarks

3. Preemption: 

a) Rely on state law protection when federal law fails. Is § 1052a preemptive? Federal law is built on state law so usually think no preemption. 

b) But if the feds d/n protect them and then the states protect them, then the US will be in violation of TRIPS agreement. So need some preemption at least on the geographic indications. 

4. Surnames:

a) Names that are merely surnames c/n be protected.

b) Sometimes can get protection for a surname: ex: “Kimberly-Clark” b/c put it w/ a hypen so not MERELY a surname. 
5.  Disclaimers: p.134 note 10, ct rarely decides cases on grounds that disclaimer was effective. “stupid consumer” assumption.
E. Registrable subject matter: 
1. §1502 (a) of Lanham Act: immoral, scandalous, and disparaging material; false connections
2. §1502 (a) deceptive matter v. §1502(e) deceptively misdescriptive matter
3. §1502 (b) flag or coat of amrs
4. §1502 (c) identifying matter of a living individual
5. §1502 (d) matter which resembles another mark so as to be likely to cause confusion
6. §1502 (e) functional subject matter, geographical designations, and primarily merely surnames
7. §1502 (f) distinctiveness/dilution
IX. Benefits of registration on Principal Register:
A. Priority (§1072) and  constructive notice

B. Prima facie evidence of validity (§1115a) (need clear and convincing evidence that its scandalous to be taken off register)

C.  p.72 note 11 incontestability: 

1. after 5 yrs most popular grounds (lacks distinctiveness, confusingly similar to mark already in use) c/n be used to get mark knocked off the register) but can knock it off anytime it becomes generic, functional, 1052a, discriminatory treatment, lack of control over mark, fraud over PTA, etc.
2. Incontestability is problem for consumers: if mark remains descriptive, hampers their ability to underst and what is going on in marketplace 
D. Supplemental Register has benefits of R and circle, federal ct and remedies, meets requirements for Paris Convention

E. So if you want to adapt a TM, where do you look to make sure that no one has already used this mark? Where do you look to find out about uses?

1. Yellow pages (how compiled, who does this, type, sometimes only directed at certain mkts and not everyone advertises in it)

2. Principle Register (first thing you should do). 

3. Secondary Register (marks which might eventually end up on the principle register if they are used enough)

4. Internet-good for foreign marks (BUT some marks might be in use but not be found on the net b/c d/n have a domain name

5. Professional Trade Journals -have descriptions of products

6. State registries-good if only planning on doing business in one state

X. TM INFRINGEMENT & UNFAIR COMP: §114 and §43(a) Protective courts trend

A. Post-sale confusion—concerned about the perceptions of potential customers (eg, people see others walking about with fake Coach bags and want what they see—likely to transfer goodwill to the infringer)

B. Contrib TM inf: USSC standard

1. if a mfr or distributor induces another to infringe a TM, or if it continues to supply its prod to one it knows or has reason to know is a TM infringer, then the mfr or distrib is contributorily resp for any harm done as a result of the deceit.  

2. This standard is more narrow than that which is applied for ( inf.

C. Critical difference bet. §43(a) claim and an inf. claim under §1114

1. §1114 claims are available only for marks that are fed. registered and thus involve inf. of the P’s most distinctive mkting symbol. Ex: Passing off: §1114(a) Diversion of consumers, free ride off of goodwill and confuse consumers into buying their goods. Impedes signaling value of the trademark.

2. Consumer confusion §43(a) includes TM’s protected only under state law as well as other, less distinctive aspects of the mkting scheme such as advertising motifs, business methods, and trade dress. Allows competitors to regulate the mkt even if gov’t d/n want to.
a) how identical marks or products must be to create likelihood of confusion

b) Also protects against false advertising, false endorsements and reverse

c) passing off (selling trademark holder’s goods as own)
(1) Early interp of 43(a) covered only passing off; now covers reverse passing off as well (when P’s goods are represented as the D’s).

(2) Reverse confusion: when consumers believe that junior user is the source of the senior user’s product.  May make injunction less likely than in regular confusion cases.  

(3) False advertising: c/n say goods/services have characteristics/quality that they d/n have. Also protects P from trade disparagement, where D misrepresents the quality of P’s goods. 

(4) False endorsements protected under §43 (a) protects ppl’s personas. 

(5) Under §43 a, consumer d/n generally have standing. But in false endorsement action, P d/n need to be in competition; unlike false advertising claim.

d) Any person could bring claim of false designation of origin in order to protect consumers. But over time became federal anti-unfair competition law-Stevens concurrence in Two Pesos (protects not only false designation of origins but other things too) 

e) p.98 L’Aiglon Apparel Inc v. Lana Lobell (D used picture of P’s dress in his catalogue which was misrepresentation and opened the door to different kinds of causes of action argued under §43a)

D. State-based inf actions—2 types:
1. “passing off” or “unfair competition”  Since these claims are handled with the same factor-based scheme used in fed law, this cause of action is significant only in states that weigh the factors differently than the way they’re assessed under the Lanham Act
2. dilution; tarnishment; miasppropriation: These are more significant since they have no clear federal analogue; focus more on the inherent value of TMs than their signaling function. (see p. 8)
E. Competing goods: §§ 1114, 1121, 1125. 
1. Consumer confusion based on substantially similar back pocket stitching. Likely to cause confusion standard  Lois Sportswear (86)—8-factor Polaroid test.  Test doesn’t tell you how to aggregate the factors—some courts just add them up; others give higher priority to certain factors. 
a) Strength of the mark: how meaningful/descriptive is it?  The more arbitrary, the more clear the customer is relying on it.  Arbitrary marks are more easily registrable, easier to win an inf. case.  Courts vary on whether the mark has to be strong to everyone, or just the purchasing group.  Nearly all say that the stronger the mark, the more protection it should receive.

b) Degree of similarity of the marks: pronunciation, typeface/font, placement
c) Proximity of the products:  both products are jeans

d) Bridging the gap: senior user has an interest in being able to enter a related field (mkt of the infringer) at some future time.  
(1) Also, consumer confusion—how likely is it that the consumer believes the senior holder bridged the gap and branched out? (the more proximate the products, the shorter the gap is to bridge)

(2) What zones of expansion are we going to allow ppl to go into-take value of name and leverage it into a different industry?

e) Actual confusion: absence of actual confusion isn’t usually taken as a negative, but presence of confusion is considered probative.  
(1) Some courts (like Ferrari) apply a presumption of likelihood of confusion where there’s been intentional copying.  
(2) Need not prove actual confusion under Lanham Act. Standard is likelihood of confusion

(a) In order to prevent actual confusion from occurring and harm. Once confused difficult to be unconfused. 

(b) Difficult to know how many ppl need to be confused for action to be taken. Probs of proof.

(c) So many cases come up on prelim injunctions and need quick relief and therefore want to allow it in anticipation of problem and hard to prove confusion. 

(d) Concern for efficient marketplace—where should risk of error lie. Risk of error is on overprotecting. Risk of error is put on the second user b/c they can better avoid confusion by picking different mark.  

f) Junior user’s good faith in adopting the mark: RD says that in TM intent is irrel—having 2 very similar TMs in the mkt is bad because it sends ambig signals.  p.123 Note 1f.

(1) If have intent to divert consumers, then:

(a) ct may lower the standard from likelihood of confusion to probability of confusion 

(b) create presumption of secondary meaning 

(c)  probative of evidence of confusion 

(2) Revisits argument of deterrence (easier for P to win vs. PD)

(3) Some j/ds distinguish between intent to copy and intent to pass off.
g) Quality of the respective goods: You know that Rolex on 6th Ave isn’t a real Rolex, but sometimes shoddy knock-offs may be more damaging to the orig product than if the quality were more comparable.  On the other hand, a similar level of quality could increase consumer confusion as to the actual source of the goods—might assume that Levi’s has simply made a new line of jeans.
h) Sophistication of relevant buyers:  The more sophis the buyer, the more care is taken, and the less likely there is to be confusion (although Lois court discounts this).
(1) Also consumers likely to take more care if expensive product and health and safety issues 

(2) Most courts advocate child protection on a theory that children are unsophis buyers, but RD feels this is ironic b/c children are experts at spotting knock-off toys.
2. RD says that punitive damages seems like a better deterrent than just making it easier for the P to prove his case.  Infringer may infringe even knowing that he’ll lose in court (b/c it’s still lucrative); PD might remove the incentive to infringe in the first place. 

3. Ferrari—(decided before TP removed the necessity of proving secondary meaning in the case of inherently distinctive trade dress).   Roberts isn’t trying to pass off; nobody who buys a Roberts thinks he’s getting a Ferrari. 

a) Ct says that intentional copying is not actionable under Lanham Act absent a showing that the copier was intending to derive a benefit from the reputation of another.  
b) Issue is not diversion of customers, but more of a reputation-tarnishing.  Cachet element to owning a F; if everyone has a car that looks like an F it’s not as special.

c) To prove 43(a) violation, Ferrari’s burden was to show that the trade dress of their vehicles had acquired a secondary meaning; that there is a likelihood of confusion; and that the appropriated features of their trade dress are primarily nonfunctional.  
d) Evidence of intentional copying implies secondary meaning b/c why else would he bother to copy it?  

4. Avon—False advertising claim: P must prove that ad is literally false or else literally true but likely to mislead and confuse consumers.  
a) Is the statement literally false? 
(1) EX: 3 out of 4 doctors preferred this, if this sounds like an actual survey, & P can show this test w/n performed, this will be enjoined.
(2) Free floating claims EX: this is better than that. Then P has the burden of showing that this is NOT better than that. 
b) Literally true but likely to mislead/confuse consumers
(1) EX: Bruce Jenner squeezing orange juice into a container. The court said that it was puffery that BJ was doing this, but not unbelievable from the ad that someone was squeezing OJ, so then it was enjoined as false. 
(2) EX: Tylenol v. Anacin case. Anacin was saying it could ( inflammation and Tylenol could not. Good to know, that Anacin useful if there is inflammation but Tylenol is not. BUT the court said that people equate inflammation with pain, so then they would think that Tylenol cannot cure pain.

c) When claiming the ad is misleading, P must introduce evidence as to what the public found to be the implicit message of the commercial. Mere puffery not actionable under Lanham Act. Puffery when are rounded numbers.
5. Davidoff & Cie: (p. 159)

a) Getting rid of batch codes on the packaging is infringement b/c confuses consumers as to whether this bottle is tampered w/ and ruins Davidoff’s goodwill. Had put number on bottom to get around sale doctrine by tracking the resalers and refuse to sell it to them.  

(1) Contract w/ resalers says that c/n resale w/out Davidoff’s approval—so batch codes allow them to see who is breaking the K and sue or cut off supply. 

(2) Contract w/ resalers is good b/c ensures that goods are being used the way trademark holder wants them to be. Diff selling strategies in diff places and want to structure affairs to reach different markets.

b) Exhaustion doctrine: TM protection exhausted after the TM owner’s first authorized sale of that product. Subsequent sale w/out trademark owenr’s consent of genuine good d/n violate Act. 

c) Only infringement when resale gd is MATERIALLY different. Ct says that altering packaging is materially changing the gd.

d) Significance: 

(1) Resale and secondary market is good for consumer. 

(2) But hurts TM holder b/c resalers may undermine them by offering lower prices or degrade prestige of the mark.

(3) Ct takes consumer’s side by holding that the resale of genuine goods isn’t infringement unless causes consumer confusion.
F. Defenses
1. Generic or descriptive mark

2. Improper use of certification

3. Disparaging mark
4. Exhaustion doctrine Davidoff & Cie: 
5. 1st A: Parody 
6. Public understanding: no confusion
7. Fair Use §1115(b)(4)material used fairly and in good faith KP Permanent Makeup: If mark is being made descriptively, confusion w/n matter. Not much you can do about it, 2nd user c/n avoid confusion by adopting different mark. Ex: microcolors to describe permanent makeup. Person best able to avoid confusion is person who adopted descriptive mark in the first place and so s/n have protection. 
8. §1115 (b) incontestability defenses

a) Abandonment §1127: commisive/omisive conduct that causes mark to lose its distinctiveness (ex: loss of control) OR intent not to resume use-must not be used anywhere in nation for 3 consecutive yrs. Intent not to resume d/n mean never but intent not resume w/in reasonably foreseeable future: Silverman (Amos & Andy case)

b) Fraud in obtaining registration or incontestability status
c) Violating antitrust laws,

d) Misrepresenting source of product

e) Comparative ads/Nominative use: not used in TM capacity to sell gds
f) Limited territory defense 

g) Prior registration by D

h) Functionality
i) Equity: Laches– TM holder knew I was out there using his mark, and d/n do anything, so this gave me a reliance interest. Also estoppel.
G. Noncompeting goods: §§1114, 1121, 1125: Deals w/the same or sim marks on goods which are not necess in comp w/one another.  Can give rise to consumer confusion, but even if no confusion there can be issues of dilution, tarnishment, or misappropriation.
1. Cyberpiracy:§43 (d)/ §1125 (d)  Internet & domain names, answer to claims of improper use of TM on website that d/n sell gds
a) Internet gov: ICAN proceeding deals w/ these issues. Uniform Domain Name Resolution Policy (UDRP)  When register a domain name must agree to authority of ICAN: must submit to j/d of place where domain name reg.
b) Limited to domain name disputes created by bad faith intent to profit from well-known marks. No $ dmgs and heavy bias in favor of trademark holders

c) Initial interest confusion: not much of an issue w/ Google

(1) only applies if junior user’s site is the first site that comes up when type in the senior user’s name. If first website is good enough, won’t go to senior user’s and may hurt his sales

(2) But if d/n allow other ppl to use senior user’s TM on their website, consumers w/n know of better alternatives. 

d) Fair use: Mark has to be descriptive, used in non trademark capacity, and used fairly and in good faith. New Kids on the Block: use mark to describe yourself

e) Parody:  Use mark to make fun of the trademark owner. 

(1) Narrow defense: need lack of confusion (2 messages simultaneously), use only enough of mark to make the joke, and fulfill parody definition: satyrizing the trademark holder and not doing anything else. 
(2) Wal-Mart Stores, Inc. v. Wallmartcanadasucks.com (p.108)
(a) Domain name including the work “sucks” c/n be confusingly similar and is reinforced by the privilege for criticism and parody.

(b) ICANN Rules: P has to prove-

(i) accused domain name is identical or confusingly similar to mark

(ii) D has no rts or legit interests in respect of the domain name AND

(iii) accused domain name registered and is being used in bad faith (see bk)
(c) Anti-Cybersquatting Consumer Protection Act (ACPA)

(d) Reverse domain-name hijacking: trademark holder takes mark away when junior user isn’t using it to make $ off of name. 
(3) LL Bean (p.149) Dilution issue involving parody. Does injunction violate 1st A? 

(a) Yes, no alternative means of parodying P’s catalog, noncommercial purpose (charges same for this issue so not especially profiting off of mark) , parody deserving of 1st A protection. 

(b) Use of mark needs to be for purpose of product not greater social message. Michelob oil case. 

f) Nominative use:

(1) Product c/n be readily identifiable w/out the TM, use the mark only as much as reasonably necessary to describe the goods, AND user d/n do anything to suggest sponsorship/endorsement. 

(2) Liberal about allowing nominative use this on the internet. 
(3) Playboy Enterprises Inc. v. Welles (p.114)
(a) D’s use of PEI’s trademarks are permissible b/c identify D as a past PEI “Playmate of the Year” in headlines, banner ads, and metatags for website but not websites’ wallpaper. 

(b) Occurs when TM describes a person, place or attribute of a product. 

(4) Nominative uses by definition do not dilute the trademarks. Comparative advertising d/n dilute either.
2. Family of Marks-Non-competing gds:  “McDental” (92)—Although McDonald’s d/n hold a registered mark in “Mc,” can claim protection for this prefix as a common component of a ‘family of marks.’    
a) Family of marks=group of marks having a recognizable common characteristic, where marks are composed/used so that the public associates not only the indiv mks, but the common characteristics of the family w/ the TM owner. 
b) Need to look at likelihood that a substantial # of ordinarily prudent customers will be misled or confused as to the source of the gds in question.  

c) Court applies Polaroid factors and finds for McDonald’s: (strength, confusion, similarity, lack of good faith)

d) Allows mark holders to expand the reach of their marks to products that they don’t sell and don’t intend to sell (dental care). Treated differently than geographic expansion.

e) PTO will generally not allow you to contest regis of someone who wants to use your prefix, etc., if the applicant isn’t planning on using the mark on goods sim to yours.  However, exceptions where there’s a strong association for consumers (McDonalds, “to” suffix of Frito-Lay).  Fed Circ: says the issue is whether the group of goods for which the common element is registered has a recog common characteristic that is associated by the public with the common element and is considered indicative of the common origin of the goods.

H. TMs as property: Dilution, Tarnishment, Misapp

1. Dilution: §43 © 

a) Distinctive quality eroded when it’s used broadly—loss of impact as a signal.  

b) Value eroded even if there’s no confusion—no fun to see “Rolex” on everything.  
c) In 1996, Congress passed a bill amending §43(a) to protect famous marks from dilution of their distinctive qualities (see supp. p. 2)
d) Mosely (p. 101) req proof of actual dilution but d/n need to prove consequences of dilution such as loss of sales or profits
e) Compare to likelihood of confusion standard

(1) Tarnishment easier to prove but d/n cover loss of distinction.

(2) Identical marks confer dilution--folds into confusion analysis. 

(3) Survey: if consumers have to stop & think too long to associate trademark w/ the product →dilution. But may want them to stop and think and get best deal for more efficient mktplace 
(4) Dilution puts burden on P and would rather underprotect dilution vs overprotecting consumer confusion. Probably b/c dilution is more protective of TM holder than consumer. Intent d/n seem to matter unless evidentiary matter or deterrence issue, only end result matters. 

f) What about self-dilution? Abandonment: trademark holders can stop maintaining goodwill in their mark and then will lose it. Can extend to dilution. Companies d/n always have same product in different parts of the country—does this dilute their trademark? Might just be response to different audiences.

g) P. 84 criteria: degree of inherent or acquired distinctiveness. Stronger the association of the trademark w/ that good, the stronger P’s case for cause of action.

h) Registration seeks to prevent similarly confusing marks from being registered. Dilution prevents confusing mark from being registered. Harder to judge to dilution. Harder to search marks and figure out if can use it.
i) Can only sue if commercial use in commerce. D needs to be using mark as trademarks also. P. 171: Mark must be a “commercial use in commerce” (not comparative ads, news reports, noncommercial use, etc). Barbie song case found the use both commercial and noncommercial and so worthy of 1st A protection as a parody. Used in commerce but not commercial use—Barbie Girl name was expressive so no infringement.
j) Deere : Can an advertiser depict an altered form of a competitor’s TM to ID the competitor’s product in a comparative ad under NY anti-dilution statute?  

(1) P must prove that its TM is of truly distinctive quality or has acquired secondary meaning, and that there is a likelihood of dilution.  D’s predatory intent is not technically a factor but is of significance, esp. when poking fun at a competitor’s TM.  
(2) Here held to be dilution even though not technically “blurring” (D uses P’s mark in such a way that it loses some ability to serve as a unique identifier of P’s product) or “tarnishment.”

2. Tarnishment: Mark’s value will dec if it’s used in unsavory/unwholesome contexts.

3. Misapp: Allows TM holder to capture the value that consumers attach to the mark, as distinct from the product the mark is associated with.  Preemption: If there were no misapp doctrine, the public would capture the value of the mark. (Cost of Williams T-shirts would be competed down.)  Why should the college get it?  

XI. PUBLIC ACCESS
A. TMs as language; rights of priority: §§ 1057, 1064-5, 1072, 1114-5, 1126-7
1. “Dawn Donut (145)—D wants to use “Dawn” for retailing doughnuts in a finite six-county area.  P licenses mix purchasers to use “Dawn,” but hasn’t licensed/exploited the mark at the retail level in D’s market area for 30 yrs.  Held that because no likelihood of public confusion, and no present likelihood that P will expand retail use of the mark into D’s area, P has no present relief under Lanham Act.  But—should P expand his retail activities into the 6-county area, upon proper application and showing he may then be able to enjoin D’s use of the mark.

2. NKOTB (148)—Held that while NKOTB have a limited right in their name, that right does not mean they can enjoin newspapers running for-profit polls about NKOTB.  Papers used NKOTB name merely to identify them as the subject of the poll (didn’t use their distinctive logo). Here, impossible to ID product w/o using mark (unless you name all the New Kids individually); didn’t use mark more than needed to ID; did nothing to suggest sponsorship or endorsement.

3. L.L. Bean (154)—Dist court said that 2-page article tarnished Bean’s reputation and that enjoining publication of the parody to prevent TM dilution (under ME anti-dilution statute) did not offend 1st A.  Ct of App reversed & remanded; said that a TM is tarnished when consumer capacity to associate it w/appropriate products or services has been diminished, not merely when the TM is used in an unsavory context.  Didn’t intend to mkt (parody on an inside page)—this is imp’t.  

4. “McSleep” Inns (160)—D claimed that “Mc” has become generic.  Held that all the cited uses of “Mc” to prove genericness allude to McDonald’s—no single indep mng of “Mc” understood in language.  Court says that permitting use by 3rd parties of infringing marks can be relevant to a TM case in 3 ways: 

a) If owner expressly or impliedly gives assurance to another user that he will not assert his TM rights, may be barred from enforcing mark against that user (estoppel by acquiescence);

b) delay in enforcement of a mark against D may become relevant to question of estoppel by acquiescence;

c) permitting 3rd party use of the mark may be probative of abandonment of a mark by the owner.

But, where owner has been reas diligent in protecting his rights, no intent to abandon will be inferred even though infringements exist.

B. TMs as Language; Rights of Priority Notes (166-174) 
1. Cancellation (§1064) is generally cheaper and quicker than litigation; also clearest way to put a mark back in the pub domain. 

2. When a TM is used in a purely expressive sense (“he made me feel like a Barbie doll”) most courts say this is okay, although they generally consider these nonsignaling uses outside the purview of TM law, or as unlikely to give rise to consumer confusion.  For Lanham Act claims, sometimes held to be “fair use” under §1115(b)(4).  
a) However, USSC recently held that Gay Olympics c/n use the 5 rings

b) If there is a benefit to using the TM, it should flow to the holder—there was commercial use of TM selling t-shirts
3. Geographic limitations: timing problems can alternatively be conceptualized as geographic boundary problems:

a) Mkt entry by registered owner: Before Lanham Act: Dawn Donut holding is that enforcement of TM rights is geog bounded by territory in which the mark is in actual use—prior to entry in a territory, no basis for bringing an inf action. DD can only oust the defendant when DD moves to Rochester, b/c right now there is no confusion. Many courts follow this holding but limited now w/ globalized mkt. Decision d/n make sense if think of TM as property.
b) Prob w/ changing DD rule so that you have rts across the country is that as TM becomes more powerful, this becomes a barrier to entry into the mkt for some companies. 
c) Even if you are not about to expand there, if you can show that you might be expanding to that area shortly, then you can be considered to be constructively there. 
d) What kinds of acts can you do to show that you are already there?

(1) getting the money together to expand 

(2) say that you want to open a store in X state, but unless you can get rid of the crummy other company you won’t because it could lead to tarnishment of your reputation. 

(3) Market research
(4) Have looked into leasing store space
e) Since notice (constructive or otherwise) can operate against only those who adopt a mark after the notice is given, a TM holder c/n acquire rts over merchants who used the mark before it was registered.  In these cases, all that regis can do is freeze the prior user’s rights (some courts will additionally provide a modest zone of expansion). 

(1) In this case, there was no constructive notice. Note 3b on p. 165 – Thrifty Rent –a- Car v. Thrift. 

(a) Thrift uses TM intra-state (Cape Cod). Thrifty uses interstate. Thrift registers.

(b) The court says that the registration only applies to future, not prior uses, so Thrift still has the right to the mark in Cape Cod. 

(c) Defense of prior use which was made before notice of registration. But only have 5 yrs to make this defense to infringement or else senior user has incontestability. 
f) But difficult for Thrifty to search this so is it fair to penalize him?

(1)  EX: if app pending, then might not be published, so junior user w/n see it, and then w/n know it’s already in use. If you could check every foreign TM office, you still w/n know if the mark is taken until some of the foreign places decide whether to capitalize on this and register in the US within 6 months. 

(2) §1051(a)(1) – you need to swear under right of perjury that there are no confusingly similar marks out there [NOTE – confusingly similar determined based on the Polaroid Test] So need to check to see if the mark you want to use isn’t in use. Even if d/n see it c/n necessarily swear that it d/n exist. 
(3) EX: Burger King in Metuin, Indiana – this is a restaurant unrelated to the real BK. Under Thrift, you get not only the use you were making, but also a limited zone of expansion within the region in which they were operating.

4. Above reasoning follow Rectanus doctrine: CL rule by which the first merchant to use a mark in any particular marketing region earned the exclusive right to use the mark in that location on similar goods, regardless of who was the first to adopt the mark for those goods and use it overall.
a) Confounds expansion plans and risks consumer confusion
b) Resonates poorly with actual market considerations
5. Federal Registration system was adapted so that once a mark was taken, it could not be used. We are trying to adopt such a system internationally. 
a) Once someone registers, others have constructive notice that the other has used.  §1072 – registration imposes constructive notice 
b) §1057(c) – an application also creates constructive notice BUT it’s contingent on following up w/ actual registration.
c) So if 2nd user adopts a mark he should know is already in use, he is party who has to bear cost of changing the mark (least cost risk avoider)
d) Shouldn’t be able to claim that you are expanding prior use to the same mkt if it’s another area.  When you want to expand from one state to another, you are supposed to be using the federal registration system. 
6. Note that geographic expansion is not treated the same as product expansion—you’re not allowed to enjoin the donut guy from using your mark until and unless you want to expand into his geographic area, but McDonald’s can enjoin the inns because (inter alia) there’s a chance it might someday want to branch out into the hotel field.  
7. If user c/n register TM b/c only using it intrastate and junior user c/n register it b/c already exists, can issue concurrent registration where intrastate user can use it w/ disclaimer.  §1052(d)   Ex: Helman’s Mayonnaise. The mark was taken on one coast, so on one coast they use Best Mayonnaise and the other they use Helman’s → they hold it all together by using the same trade dress. .
C. Abandonment: §§ 1060, 1064, 1115(b), 1127 (174-190; omit problem)

1. Pursuant to GATT, §1127 period of non-use constituting prima facie evidence of abandonment was extended to 3 yrs—had been 2 (effective 1/1/96)

2. Intro: TM abandonment usually raised as an aff defense in an infringement suit, but can also be the basis for a petition to cancel a TM.  2 types of abandonment:

a) commissive or omissive conduct on the part of the owner that causes the mark to lose its distinctiveness EX: 
(1) D/n monitor franchisees (factors are how well operator knows business, written specifications, regular monitoring, etc.)
(2) D/n go after 3rd parties who are ↓ distinctiveness of your mark. 

b) discontinuation of the TM with intent not to resume use

3. Laches: TM holder might see an infringer, fail to stop them, and then be barred b/c the infringer now has a reliance interest (consumer confusion will still be prob) 
4. Taco Cabana (176)—D said TC’s trade dress not protectable because TC surrendered any claim it had to Lanham Act protection by cross-licensing with another restaurant and retaining the same trade dress for 2 diff restaurant names.  Court disagreed—said TC retained TM protection.  Said so long as customers can expect a consistent level of quality when they enter either of the 2 chains, the trade dress retains its utility as an informational device.

5. Dawn Donut (178)—Said P’s failure to license its TMs in D’s trading area for the past 30 years d/n constitute an abandonment of rts in that area.  Held that §1127 applies only when the registrant fails to use his mark anywhere within the nation.

6. Silverman v. CBS (182)—CBS hasn’t aired or licensed for airing any Amos & Andy shows since 1966.  In 1981 Silverman wanted to use the A & A  characters, claimed that CBS’s non-use constituted abandonment.  CBS said they always intended resuming use if and when social climate became more hospitable.  Court agreed w/Silverman—said that in §1127, “intent not to resume” means intent not to resume use w/in the reas. foreseeable future.  Says that if the relevant intent were never to resume, would be nearly imposs. to establish such intent circumstantially.
D. Tying of TM rts to monitoring/using TM presents prob for business.

1. Hard to maintain value/msg of TM so may have to keep orig staff to ensure quality.

2. TM assets are hard to use for security. If forecloses on asset, then bank loses trademark unless it becomes responsible for maintaining the quality. 

3. Quality does change—difficult to prevent this b/c diff geographic mkts have diff tastes. Ex: Burger King

E. Ferrari kit story: what’s the big deal—Ferrari h/n used its TM and had stopped selling cars for a few years. Why d/n anyone use the abandonment theory? Still ppl that drive these cars and Ferrari is still maintaining them by fixing them.  Even if have to go to used car dealers to get it fixed, have to say Ferrari’s name to get the right part—nominative use.

XII. COUNTERFEIT GOODS: §1116(d), 1127, 18 USC 2320: Remedies require a “spurious” work (what RD refers to as “genuine fakes,” not overrun goods, etc.) and the mark must have been federally registered.  Also need to show scienter.  Note that some counterfeits can be dangerous (brakes, propellers)

A. Sec 1116(d): allows you to get ex parte, pre-judgment seizure of the goods

B. 1117(b): requires the court to treble the damages

C. 1117(c): new provision, allows TM holders to opt instead for statutory damages (a set dollar amount)    

D. Criminal penalties: 18 USC 2320

XIII. REMEDIES: §§ 1111, 1114, 1116-20, 1122, 1124, 1125(b); 191-209, 218-231 (omit problem)
XIV. Background: 

A. Injunctive relief standard remedy in TM cases and P need only prove likelihood of confusion.  Monetary damages are of secondary importance—some circuits impose a requirement of actual confusion or bad faith for deterrence purpose. One form of monetary relief unique to TM and unfair competition cases is the imposition on the D of the costs of corrective advertising.

B. Damages measure P’s loss, while profits measure D’s gain—thus, awarding profits may overcompensate for a P’s actual injury.  Courts are split over whether to award profits absent a showing of bad faith.  When profits are awarded, P must only establish D’s sales, and D must prove all elements of cost or deduction.  Apportionment is appropriate with respect to those profits which are not attributable to the infringement.

C. Reas. attorneys’ fees may be awarded to the prevailing party in “exceptional cases.”  Some courts require showing of bad faith, fraud, malice, or knowing inf on the part of the losing party; some don’t award att fees if P fails to show any damages.  

D. An award of treble(statutory) damages is mandatory when the infringement is intentional and the use of a counterfeit TM is involved.  Ie: P wins if the mark is registered, D is counterfeiting it, mark is spurious (deceptively suggesting an erroneous origin), and D uses it knowing it’s counterfeit.

E. Allow for destruction of infringing articles
F. Lanham Act d/n expressly provide for the remedy of prejudgment interest in TM inf actions, although this remedy does exist—completely within the court’s discretion.  

G. Injunction has bench trial but $ dmgs have jury trial

H. Equity courts developed notion of accounting.  Idea that the infringer holds the profits in a constructive trust, and if infringer not following duties of constructive trustee, then P could go to equity court and ask for an accounting (make the constructive trustee hand over the $).  So, this was a way the equity courts could give money damages without the P having to go to the regular (at law court, non-equity) court.  
I. What has not been decided is question of statutory damages. In © cases get a trial by jury to decide statutory damage. But d/n know if entitled to jury for statutory damages in TM 
XV. Statutes: 

A. 1116(a) says cts can provide injunctions “acc to the principles of equity.”  Means that Ps must show they lack an adequate remedy at law or that they will be irreparably harmed absent an injunction.  For prelim inj, P must show likelihood of success on the merits.  
B. 1117(a) provides for $ relief—successful Ps can recover D’s profits, damages sustained by P (reeducating consumers, having 1 less customer, etc which can only be counted either here or in profits), and costs “subject to the principles of equity.”  (Usually difficult to get $ in TM inf actions)

C. Cts have generally rejected punitive dmgs and capped compensatory relief §1117 (a).

D. Sec 1122 makes the same remedies avail against states and state officials as against private parties. Can sue state for TM inf in state court so sovereign immunity—c/n sue state in fed ct— not a prob (more prob for patents & © who must sue in fed ct)
XVI. Issues:

A. Cybersquatting and passing off cases usually just injunction. Need to show notice (R in the circle, cease and desist letter)
B. Why not award $ damages for TM?  

1. Punishing people for what’s essentially speech is disfavored.  

2. Unlike ( or (, main concern w/TM is consumer confusion.  TM inf always occur publicly.  What helps consumers the most is to stop the confusion from happening.  If you award $, disincentive to sue quickly (the longer you let it go on, the more potential $ in damages you could receive).

3. D might not have known his conduct was infringing—equity interest
4. Can’t sue someone in tort unless someone is actually damaged.  In TM, need only a likelihood of confusion.  Don’t want to award $ unless there’s been actual damage.

C. W/n award D’s profits w/out bad faith: Basch Co. v. Blue Coral (194)— Held that in order to recover D’s profits in a trade dress inf case, P must establish that D engaged in willful deception.  This is to prevent an undue windfall to the P and to limit potentially inequitable treatment of an innocent/good faith infringer. 

1. Interprets Lanham Act damages requirement of P proving either “actual consumer confusion or deception resulting from the violation” to mean that willfulness, while necess, may not in and of itself be suff --must prove willfulness AND actual consumer confusion 
2. Basch says you have to show intent to pass off, not just intent to copy for bad faith. You need to show that you wanted to copy in order to pass off the product to make a profit for yourself
3. Disposition: D can use the EVER BRITE trade dress outside of the US and can sell of remaining infringing inventory b/c P c/n prove actual consumer confusion between NEVER-DULL and EVER BRITE.
4. Lanham 1055 – controls when one company’s use of the mark can be attributed to another company. Can come up in cases like Dawn Donut and Basch.  1055 says that the registered owner gets to keep the TM if the distributorship deal falls apart, but only so long as it’s not deceiving the public. 

D. Awards but limits D’s profits w/ marginal bad faith STW v. Quaker (205)

1. Facts: Quaker users “Thirst Aid” in commercial which belongs to Karp. But did a basic TM search and relied on advice of counsel—not willfully deceptive. Counsel had thought that “Thirst Aid” was descriptive, d/n act in bad faith., and D had no knowledge of P’s marks. 
2. Held:  awards of profits are to be limited by “equitable considerations.”  D must pay reasonable royalties b/c evid of bad faith is marginal at best, although they stop short of saying the lower court’s finding of bad faith was clearly erroneous.  Held that trial court’s award of $24 million (10% of the campaign’s profits) is not equitable but rather a windfall to the P—remanded for a redetermination of damages.

E. Lever Bros v. US (218)—§1124 bars the importation of materially and physically different foreign goods bearing a TM identical to a valid US TM, regardless of the TM’s genuine character abroad or affiliation between the producing firms. Ct limits injunctive relief to the two specific products (Sunlight and Shield) and which were the subject of this suit, however—declines to make the injunction globally applic.
1. Ex: may be validly sold in foreign place but when brought to US, it competes w/ same manufacturer.

2. Standard for how different goods need to be to bar importation is narrow: Mont Blanc pens: put marks under the cap (no consumer would ever see it) resalers scratched these off so ct says was materially changed and barred importation/resalers.  See also Hungarian Cabbage Patch kids.
F. Probs w/ rule that is too strictly prohibits parallel imports
1. Allows for price discrimination and allows monopoly of market. Will be able to charge less in foreign countries and more in US where mark is recognized w/out foreign goods coming in and driving price down. 

2. Free movement and integrated mkt is impeded. US allows contracts to divide up mkt b/c not so worried about states blocking the sales of other states but we are preventing outside goods from coming in and driving prices down.

3. Equity argument: Price ought to equal worldwide demand and not local demand

4. Efficiency: importation is good b/c incorporates currency costs and helps to make currency value more equal. 

5. Importation is good for American consumers: Canadian importation of drugs. Company trying to prevent this by making consumer confusion arguments and saying that Canadian drugs are inferior. Trying to limit Canadian supply by limiting where can sell in US.

G. But if d/n prohibit parallel imports afraid that may lessen the incentives of TM holders to maintain goodwill.
COPYRIGHT LAW
I. GENERAL: 

A. Authorized by Art I, Clause 8: “progress of science.”   Map history—GW. In both ( and ( law, fed gov’t is ahead of the curve.  Cong on the whole has been very user-oriented, less concerned about giving people exclusive rts.  
B. Originality d/n signify novelty—if two poets, ignorant of one another, write identical poems, both are original (though not novel) and thus copyrightable.  
C. Sometimes the first comer has a big advantage except when the public interest dominates
1. Gov’t or industry sets uniform standards and then you can sell your products universally.  In some cases, certain version of product gets to be popular and becomes a de facto standard.  . “Lock-in effect”—QWERTY keyboard still in use b/c we all know it, even though there’s no reason it has to be this way anymore. VERY expensive to convince people to switch over at this point.   

2. BUT w/ the first 2 phenomenons above, we want it in the public domain and don’t give ( protection.  Creates an incentive problem—you don’t want to spend time making a better version of something if it won’t be protectable 

D. In TM, the federal and common law systems work together so there is very little preemption.  But in © there is much broader preemption. States have been much more active in ©.  CA 301 talks about when state activity is preempted. 

II. INTRODUCTION: (232-242):  §§ 104A, 401-412, 701-710: Provisions of the 1909 Act still govern works created prior to Jan 1, 1978 (the effective date of the 1976 Act).  

A. 1909 Act: Have common law © once you wrote something down but when you published the work, you either kissed your privacy rights goodbye OR you chose to copyright it by following certain formalities: 

1. Put notice on the work saying it was copyrighted. Publication with notice is investiture (without notice is divestiture)

2. Then you had to perfect the copyright by registering the © with the copyright office and making a deposit of 2 copies with the Library of Congress.

3. If © was not perfected, fines would be issued and you would not be able to sue until you completed the perfection by registering and depositing. 
4. Length of protection under 1909 Act was an init 28-yr term, with an optional renewal term of an additional 28 years.  

5. Manufacturing Clause : Any work that was in the English language had to be manufactured in the US.  1976 CA had manufacturing clause too, but it was abolished in 1986. Pure protectionism of American publishers.

B. 1976 Act: Work receives protection as soon as it is created, regardless of whether it bears a ( notice or if registered(this effectively abolished the notion of state CL (, although state CL protections are still available for some types of works).  1976 Act also abandoned the dual period of protection in favor of a single term of protection lasting generally for the duration of the author’s life plus 50 yrs.
1. But in order to sue for infringement in the US, need to register and deposit. If you d/n register and deposit, you can sue in foreign countries that d/n have formalities but you c/n sue in US until you follow formalities, and you c/n sue for past dmgs.  

2. Restoration issue – when the TRIPS agreement went into effect, we agreed to restore the © in foreign source works in which the © in the home country had not expired yet.  The irony of it is that restoration has its own formalities (ironic b/c TRIPS does not like formalities).  See 1976 CA 104(a or e?)
3. Notice issue:

a) If you d/n req notice, then the only thing you can do is assume something is ©.  But you end up with some works that c’ve been used for free that d/n get used at all. On the other hand, if you do have a notice req you end up with people forgetting to put notice on and ending up losing their © rights. 
b) Most other countries have a © system that was built much more consciously around the interests of authors and d/n req notice.  Basically, these countries got rid of notice requirements (1) b/c of inadvertent loss of rights and (2) in order to make it easier to disseminate works. 

4. We got rid of notice requirement for the above reasons AND b/c we wanted to join the Berne Convention.  1976 CA act got rid of formalities so that it could join Berne.

C. Definitions in © statute are in 1976 CA 101, 1976 CA 102 talks about fixed and tangible medium of expression, originality of authorship (102(a)), and no protection for facts (102(b)). 1976 CA 102(a) lists works that are copyrightable. 
III. INTERNATIONAL: Berne Convention—US joined in 1988—effective March 1, 1989.  Binds approx 90 countries to a unitary ( system administered by the World Intellectual Prop Org (WIPO).  US membership in the Berne Convention means that any work first published in the US will automatically be protected in other Berne countries.  Berne has reduced significance of notice requirement, although provides incentives to give notice.  Also provides dual system by which regis is a prereq for bringing an inf suit for works originating in the US but not for Berne Conv works whose country of origin is NOT the US.    

IV. ORIGINALITY & AUTHORSHIP: Need originality, authorship, fixation.  D/n have to be new, just original (( needs to be both).  “Compilation” category is broader than “collective work” category b/c component parts of a compilation, unlike a collective work, d/n have to be independently ©.
A. Originality: Indep. created by the author and has the min degree of creativity §102
B. Fixation: §§ 101 (all definitions), 102, 103: 
1. Videogames: as you play game, each individual screen is different, picture is controlled by player not by copyrt holder. So is each screen ©? Cts have held that even if not permanent, if can see it for a period of time then not transitory. What you can do is fixed by how game is programmed, considered under authority of © holder

2. p.260 note 5: performance art is never fixed

3. p. 257 note 2: fixed McDonald’s parades (different in different places)
4. GATT altered the application of the fixation requirement in that live musical performances cannot be fixed, reproduced, transmitted, or distributed w/o the consent of the performers, even if the performance is not fixed by or under the authority of the ( owner.

C. Feist (245):  Feist lifted over 1000 of Rural’s directory listings after Rural refused to give them out. Ct says that facts are not © but compilations of facts generally are.  Copyright in a compilation d/n extend to facts it contains §103 (b)

1. Compilation is copyrightable only to the extent that it features an original selection, coordination or arrangement §101Need minimal amount of creativity.  Here, though, Rural failed to meet this: “nothing remotely creative about arranging names alphabetically in a telephone directory.”  Directory is also legally required.
2. Ct discredits “sweat of the brow” doctrine: Point of ( is not to reward hard work, but to promote the progress of science and the useful arts.  Some facts are too valuable to tie up with a ( especially when c/n rely that other ppl will be able to get facts. But sweat of the brow gives 1st comer assured lead time while 2nd comer checks facts. Raises costs of secondcomer in order to verify facts. More level playing field and can turn up errors and omissions. 

3. p.256 note 2: genetic sequencing for genetic map: representing facts so not © 

D. Creativity

1. Creativity in method of discovery d/n necessarily mean that fact that is discovered is a creative thing. Also question may be creative but d/n mean that answers to question are (census new racial identification questions)

2. Creativity threshold is so low b/c d/n want to impose judge’s subjective opinion on what constitutes creative artwork. 

a) Bleistein: circus poster © b/c different than what see at circus where its 3D, this is one person’s impression of the circus so is protected.  Encourages lots of diff versions of the poster
b) Bell v. Catalda: somebody made Mezzotint of art work. Is Mezzotint copyrightable? Yes, b/c made J on details, how to draw like original w/ diff medium, so altogether adds up to independent work. 

c) Photograph is copyrightable although its made by a machine. P. 228 Burrow-Giles Lithographic Co. when somebody copies photo not just copying mechanical aspect of photo (how its produced) but the way the subject is posed, framed, lighting,etc. (the express vision, graphic and artistic elements)
d) In first copyright act, maps were mentioned. Why are they © if they are where things are in fact? But this is useful selection of what is out there and there is creative work in drawing a map---c.f. Bleistein.  Drawn to the audience that will use them (street map of Manhattan vs. subway map). 

E. Kregos  His selection of facts c/n be rejected for lack of requisite orig and creativity; idea of a pitching form has not merged into its expression. 
1. Merger doctrine: only the expression of an idea and not the idea itself is (able.  
a) If there is only one or very few ways of expressing an idea, even the expression may not be (able b/c the merger of expression and idea would mean that you c/n protect the expression without also protecting the idea
b) Dead Sea Scrolls hypo: need to say that he’s giving personal opinion on how to look at the document, then more likely to be copyrightable. But if says found authoritative interpretation of the scrolls, less likely to be copyrightable b/c limits how scrolls can be expressed to one way. 

2. Also if his form become the standard for betting industry, then windfall to creator—why cts so stingy to give © then.

F. KOOSH: C/n ( familiar symbols or designs. Held that KOOSH approximates a sphere and that there i/n enough addtnl creative work beyond object’s basic shape to warrant a (.

G. Hearn : P merely slavishly copied Denslow’s orig Wizard of Oz illustrations—not original, therefore not (able.  Thus, P has no valid claim against D (who copied P’s illustrations). Reproductions entitled to copyrights only if has variations in it to express the artist’s viewpoint. Ex: handling the painting in another form or medium—See Mezzotint case above and p. 253 Alva Studios case
H. P. 257 note 3: West Publishing Co. v. Mead Data Central : West publishes reporters and spends lots of $ doing this. Wanted to enjoin Lexis’s star pagination feature which inserts page numbers from West’s reporters into the body of Lexis reports. D/n open West’s books b/c have Lexis jump site (page that quotes were on). Holding: West’s pages were ruled as an expression of its case arrangement and are copyrightable. Mead agreed to pay licensing fee. But problem if West is a standard b/c of Bluebook and everyone else is using it—law school computers use Windows. Recently, though, courts have disagreed about the scope of protection West has in its case arrangements. 

I. Fairly well settled that while arrangements of facts are (able, the research involved in obtaining facts is not.  Typefaces not (able.  Databases are also not (able, even though they’re expensive to create and maintain.  Note that UN and WIPO do protect databases (WIPO treaty not yet enacted).  
J. Sometimes courts invoke a higher standard of originality for deriv works (may mean higher skill needed to reproduce art). Hindenburg book is © b/c asks creative question of why Hindenberg explodes and investigation should be rewarded. Movie isn’t an infringement of the book b/c enough of a variation on the original work.
1. Thin copyright: If someone does something only modestly diff, then not protected.  Nothing much to enforce infringement.  
2. P bears burden of proof that copy isn’t made from original but from original copy. So hard to see why need higher originality standard. Plant fake numbers into their work so can see someone copied from their work and not the original version—maps do this w/ streets that d/n exist
K. Lead time –usually d/n see much of it in ©.  Are contracts enforceable if gives you rts that © d/n?  (see Westlaw’s contractual restrictions on putting cases in textbooks or on open mkt)
V. Regulate control over impt works in other ways

A. Laches: West case: why wasn’t West guilty of laches? Had allowed judges/lawyers/scholars to use jump sites for free for years.

B. Copyright misuse: antitrust liability: if refuse to deal (as Rural did) and just say no, then it’s a misuse. Did something unfair and P gets rt to use until misuse is purged—no $

C. Antitrust: End of West saga: when Thomson bought West, had to have merger approved by Justice Dept. he refused to give approval unless divested themselves of page number monopoly—gave out licenses. Antitrust claims are harder to show though. 

D. Compulsory licenses allow others to use §107 fair use provision

E. Can split the difference: look at architectural works, before Berne Convention only blueprints were protected not bldngs. After convention, protected architectural works narrowly §101: design of building protected but d/n include individual standard features. §120: specific compulsory license, no rt to prevent others from displaying pics of building if its visible.

F. Specific legislation:  protection to deal w/ areas w/ not enough of originality but still have resources to produce public interest: Ex: Database protection statute in EU thought would increase data compilation industry. 
1. US then followed w/ proposal but hasn’t passed: having facts in public domain is better for public interest and current state of affairs is fine so why fix it?

2. But issues w/ EU: single source databases-- easier for one person to create than for others—difficult to compete w/ them
3. US decision to do it depends on whether Feist has constitutional or statutory basis.
VI. USEFUL ARTICLES & CHARACTERS §§ 102-5, 113(a)-(c), 120: RD says the problem is probably (able, but Barney might have a problem obtaining a ( b/c he’d need the original creator’s permission to ( a deriv work. 
A. Baker v. Selden (p.264) 1869 case (idea/expression dichotomy)

1. D/n have exclusive rt to method but to the words and pictures used to describe it (how express it but not idea itself)  
2. Blank account books are not the subject of (, and that the mere ( of P’s book d/n give him the exclusive right to make and use account books to the specifications he set out in his book (ruled lines and headings of accounts were necessary to the method and were thus not ©)

3. Like Altai: judge suggests perhaps going to ( law to protect. But probably not protectable there b/c not easy to make distinction b/w expression and idea. Dampers innovation for certain kinds of useful articles (clothing, computer programs, industrial designs, characters).
B. Brandir (296): 
1. Relies on Degrees of freedom test (Denicola test): Conceptual separability: design elements reflect the designer’s artistic J (choice among diff kinds of forms) exercised independently of functional influences,.

a) No conceptual separability: design reflects a merger of aesthetic and functional considerations.  

b) Under test, ribbon bike rack found to be uncopyrightable looking at history of production process. P. 275; made changes to sculpture to make it easier for bikes, and cheaper. Final form is product of industry design b/c original aesthetic elements adapted only to further utilitarian purpose.
2. But how many degrees of freedom do you get? How much driven by functional or artistic sense? Need to attract investors, they look at bicycle rack and not the history. So why is ct looking at history? Heavily criticized test, want to look at object and objectively decide whether creative. 
3. Note that a ( work of art doesn’t lose its protected status merely b/c it is subsequently put to a functional use.  
4. Physical separability test: functional features must be physically separable. Statue acted separately from lamp and taking it away w/n compromise ©. 
5. Dissent: 
a) Newman’s “temporal displacement” test for conceptual sep, allows for the ( of the aesthetic elements of useful articles even if those elements simultaneously perform utilitarian functions. 
b) If ordinary observer can perceive the aesthetic part as separate from and not related to the functional part, then protectable. (belt buckles) 
c) Addresses how the final article is perceived not how it developed thru various stages
C. Industrial Design: 

1. Industrial designers: can get design patent as long as item isn’t driven completely by function , but not used much b/c takes 2 yrs

2. TM protection for design that’s why 43(a) dilution is so impt. 
3. Special design protection bill in US but auto replacement parts ppl and insurance companies are against this. 
4. Design Protection Act: pp. 321-335 of Supplement §1301a : original design of useful article gets protection §1301b2: useful article only means for vessel hull. Bill is response to Bonito Boats which said that the boat hull isn’t protectable and has to be in public domain. 

D. Characters: 
1. Anderson v. Stallone (306): Held that Ds entitled to SJ b/c P’s treatment is an infringing work that is not entitled to ( protection; Rocky characters are entitled to ( protection; so NO part of P’s treatment can be granted ( protection since it is an unauthorized deriv work (differs from compilation treatment in §103(a))
2. Arrow’s Disclosure Paradox: hard to negotiate secrets.: In order to sell the movie treatment, need to reveal your idea.  If you don’t reveal it, they won’t buy it.  If you do reveal it, they may use it and not pay you for it. Copyright and patent law are solution to this dilemma. Put it into registry first, b/c gives you proof that you had idea first. 

3. Test to © characters:

a) Characters developed w/ sufficient specificity OR 

b) Character constitutes the story being told

4. Relied on character=story being told here although usually only used in cases involving literary works b/c more stringent
5. §102b: Tools need to be in public domain so difficult to get characters © 
a) Tool of literary expression-characters, plots, devices—flashback, soliloquys
b) Plot cases: Nickels v. Universal Pictures p. 360 High level of abstraction is not © (stock plot line)
c) Warner Bros v. CBS pp.279-80 Author sold © of book to WB for movie. Later wrote broadcast plays for radio w/ same main character (Sam Spade) and WB got upset. Said infringement of character of Sam Spade
d) Test: is the character the story being told? 
e) Strong argument for not protecting characters: 
(1) Start as art but become facts b/c everyone wants to use them (Sherlock Holmes)

(2) Interests of public: Character gives you an idea about the plot and est special relationship w/ the public

(3) Interests of author: needs character to continue contact w/ audience and want them to get more of character

(4) Use character to develop self (mob boss)

f) Argument for protecting characters:

(1) Prevents changing portrayal of character→misuse. But parody def
(2) Problem of confusion can be argued as TM case (Dastar). But better to protect w/ © than TM (b/c TM never expires and w/n go into public domain)

(3) Leapfrogging: if somebody owns something which other ppl c/n use, ppl will figure out a better way
6. Cartoon characters are always considered (able; literary characters rarely are.  

7. Problems when characters get very closely associated with the people who play them—eg Marilyn Monroe; are you dealing with a person or a persona?  David Letterman claimed he owned himself, but NBC claimed him as their persona.   

8. Does Anderson change WB’s result? Yes:  The more different stories that same character appears in, the more likely a ct will consider it (able (eg James Bond, Rocky) © bar reads this case as overruling Sam Spade case. WB decided as way to avoid difficult situation where author c/n use own character. Characters generally ©

E. Notes (284)

1. Goldstein Test blurs physical and conceptual separability: if design can stand on its own as a work of art AND if the useful article in which it is embodies would be equally useful w/out it

2. Holmes quote p.286 “It would be a dangerous undertaking for persons trained only to the law to constitute themselves final judges of the worth of pictorial illustrations, outside of the narrowest and most obvious limits.”

3. Architectural Works Copyright Protection Act (AWCPA) officially protects architectural works (1990).  Covers the “design of a building as embodied in any tangible medium of expression, inc. a building, architectural plans, or drawings.” Prior to AWCPA, only the plans could be protected as “pictorial, graphic, and sculptural works” under § 102(a)(5).  §101, §102, §120
4. What about §103 as creating blocking ©? One guy gets © on original work as part of this product, other guy gets © for improvement on it. If derivate work uses a lot of the original work—no ©. But if only uses a little of original work—may get blocking © (economists like view that © exists in own personal contribution to this)
VII. ALLOCATION & INCIDENTS OF OWNERSHIP: §§101, 106, 106A, 201-205, 301(f), & 302-305

A. Statutes: 

1. 302(a): life of an author + 70 yrs

2. 302©: works made for hire=95 yrs from year of first publication or 120 yrs from yr of creation whichever expires first

a) When work licensed, license not subject to termination under §§ 203 and 304 (c)

b) Employer can exercise the renewal rt under §304 (a)

c) Moral rts protection d/n appl

3. 302(b): joint works: 70 yrs after death of last surviving author
4. Termination: 
a) § 201(d): © owner can transfer any or all of the rts
b) §106 exclusive rts to reproduce and distribute original work, prepare derivative works, and to perform/display publicly works. Can be transferred by © owner and separately owned
c) §203: author can terminate transfers and licenses after a period of time but must wait min of 35 yrs after execution of grant to exercise this rt

d) Author may not at end of renewal term, terminate rt to use a derivative work for which owner of derivative work has held valid rts in the original and renewal terms §304c6a

e) Author may terminate rt to create new derivative works

B. Moral rts: protect personal rts of authors

1. Rt of disclosure

2. Rt of attribution 

3. Rt of integrity

C. US joins Berne Convention 1988

D. §101: “Joint work” authors are considered tenants-in-common w/ the work. Each has the unilateral right to use or license the work, as long as an accounting of profits is made to the other co-owners. 
E. Individual and joint works: get moral rights: (Dastar, §106a), rt to terminate (Stewart, §203), duration of life of author or life of longest surviving author +70 yrs

F. §201(b): “Works for hire”-the person for whom the work was prepared is considered the author unless the parties have expressly agreed otherwise in a written agreement signed by them. No moral rts or termination provision and duration is 95 yrs. 
G. Visual Artists Rights Act (VARA) is a 1990 amendment to the 1976 ( Act—provides creators of visual art w/ limited rights of attribution and integrity when modifications to their works are made that will prejudice their honor or reputation.  Problems with VARA: 
1. narrow category of “visual art”; 
2. right of integ is limited to intentional modifications; 
3. fails to include rights in reproductions of the protected work, 
4. fails to provide guidance on how a finding of “prejudice” should be made.  
5. Should NYU have rights to RD’s textbook as a work for hire?  Society has an interest in having the book updated, and if RD loses the rights to it she’s not going to bother having it updated.  

H. Slang dictionary problem (295-96)

1. §§ 101 (“work made for hire,” “joint work,” “work of visual art” parts)

2. § 106, 106A, 201-5, 301(f), 302-5
I. Extending © term: Eldred v. Ashcroft: (p. 297) can extend duration of copyrights by 20 yrs through the Copyright Term Extension Act §102 (b) and (d)

1. Applies to both future and existing ©s. Same © protection as European peers and thus greater incentives to create work in US

2. Dissent: economic effects is that © is perpetual, legal effect is that extended term is granted to author’s heirs/estates and not to author, and the practical effect is that progress of science is prohibited

a) Not uniform w/ Europe in lion’s share of eco significant works,  all works made “for hire” and all existing works created prior to 1978

b) Private benefits, undermines expressive values of © 

J. Work for Hire: CCNV v. REID (304):  CCNV hired Reid to make a sculpture, gave a lot of direction on how it wanted it done along the way.  Work d/n fit into any of the “specially ordered or commissioned” works spelled out in §101(2), so the issue whether Reid was an employee under §101(1). 4 interpretations of §101(1) on p.308
1. Rejects interpretation of work for hire requiring actual control or right to control product: employee=CL agency meaning of employee (full time, salaried employee) NOT independent contractor
2. Held that Reid was not an employee but rather an independent contractor—therefore, CCNV is not the author by virtue of the “work for hire” provisions.  
a) CCNV may nevertheless be a joint author of the sculpture if, on remand, the district court concludes CCNV and Reid prepared the work “with the intention that their contrib be merged into insep or interdependent parts of a unitary whole.” (§101).  
b) RD says Reid could have kept his copy of the sculpture even if CCNV was found to have the (--would have forced CCNV to make another copy (Reid might not have had the right to publicly display his copy, however).

3. C/n negotiate away your termination, moral rts, protections of §201.

4. Need to look at who is best able to control dissemination of the work

K. Joint author: 2nd circuit’s view is dominant:Childress v. Taylor (316):  P wrote the play, but D (the actress) provided a lot of the research and says she provided some major ideas.  D contended she was a joint author
1. Holding: whatever thought of co-authorship D may have had was emphatically not shared by P.  Not only need intent to create single work but also intend to be joint authors. NEED INTENT OF BOTH AUTHORS at time of writing of the play to be joint authors and each contribution to be © on its own.
a) Distinction between joint authorship and joint ownership of a (ed work, and observes that only joint authors can invoke the rights of authorship such as exercise of renewal rights pursuant to §304.  
b) Parties who make non-(able contrib to works should resort to K law to protect their interests. (Notes question whether this is always feasible).  

c) Applied in Rent case.

2. Research assistants: not considered joint author although may write most of the paper. b/c not intent by superior to be joint author. 

L. Renewal terms: 
1. Old © act w/ author’s bad bargaining position tries to deal w/ this by creating renewal terms or termination rts for joint/indiv authors. When work becomes more valuable can w/draw permission and renegotiate 
2. §203(a): opens window of opportunity. 35 yrs from date of publication or 40 yrs from date of execution of original agreement, whichever is earlier (ex: Published in 1996, open in 2031. If 2 authors, difficult to terminate b/c need both to agree. 

3. STEWART V. ABEND (325): 
a) Facts: Woolrich agreed to assign the rights in his renewal ( term to Hitchcock and Stewart, owners of the deriv work Rear Window, but died w/o heirs before the commencement of the renewal period (still under 1909 act here—two 28-yr terms). Only original author can renew © rt. His estate sold the story rights to Abend, who complained that Hitchcock and Stewart were infringing by continuing to distribute/publish Rear Window. 
b) Holding: .If the author dies before commencement of the renewal period, assignee may continue to use the work only if the successor transfers the renewal rights to the assignee.  
c) Rts in the renewal term of an owner of a pre-existing work are not extinguished upon incorp of his work into another work—Abend can sue Hitchcock & Stewart for inf even though “It Had to Be Murder” has been incorporated into the deriv work Rear Window.  
4. Prior case law
a) Follows Miller Music (note 3, p. 353) if author dies before renewal time, then reverts to successor and not to assignee of renewal rts. 
b) WB got rts from DC Comics who got rts from Seigal. DC Comics pays royalties to Siegal and gets royalties from WB. If termination by Seigal, then DC can continue to show old comics and WB can still show old movies. But WB still has to pay royalties and should pay up to Seigal. Like Stewart, in that it protects first author.
c) If personally renew, will screw ppl like Stewart and Hitchcock, worse than if terminate. Once renew, licensee’s c/n use own creative input, need to renegotiate. Termination splits the difference b/c licensee can use old works just c/n make new derivate ones.
5. Bad result b/c some ppl lose benefits of work and original goes out of circulation. 9th C W/n issue injunctive relief but compulsory license solution.
6. Congress more worried about derivate work. If Abend had rt to terminate, he could do so, and Hitchcock could show Rear Window movie but c/n make remake. After Abend, changed it so could renew automatically so then c/n hold up derivative rt holder from continuing to use derivate work. 
M. Freelance author’s rts: NYT v. Tasini: p. 333 Freelance reporters sell to NYT who puts articles on databases.§201 (c): Publisher c/n revise contribution, include it in a new anthology, or include it in a different collective work. Copyright in each separate contribution to a collective work is distinct from copyright in the collective work as a whole

a) Article is not part of original edition or revision of the edition but as a separate item in the search  so invades author’s exclusive rts under §106 

b) Freelance reporters c/n stop NYT from reprinting old editions of newspapers but c/n put it on database b/c is diff compilation than what freelancers has agreed to. 

2. But not big deal, b/c NYT now contracts for rt to put onto electronic database. Giving everyone strong rts is better than not giving one person nothing and the other person everything—let them bargain it out
3. Dissent: electronic versions of collective works ARE revisions. D/n matter that the articles are aggregated w/ other editions of the same periodical or w/ other periodicals in the same database
N. Origin of goods w/in §43a of Lanham Act Dastar Corp v. Twentieth Century Fox Film Corp (p.341)Eisenhower had © book which sold to Doubleday who sold rt to Fox and Time TV. TV series went into public domain and book d/n not.  Dastar purchases original tv series in public domain and makes changes to it. © claim: 43(a) and reverse passing off claim. © in book d/n protect P when pieces of it shown in the derivative work go in the public domain (thru the tv series) . When Congress wants to extend © will be explicit about it. 
a) Ct: origin of goods is producer of tangible products sold in the marketplace and NOT the author of any idea, concept or communication embodied in these goods. Dastar is the origin of the products it sold as its own (so no false designation of the origin). Afraid using Lanham Act on essential © claim would limit public’s rt to copy and use expired © 
b) Catch 22—if credited Fox then they will sue them for false sponsorship and sued under 43(a) but if d/n put name on it sued for misappropriation under 43(a). Decision against Dastar would change 43(a) into shadow copyrt law b/c would protect exclusivity and would have to ask Fox’s permission to put its name on the work .

2. In Childress seems like the court gives one person veto power—ie, regardless of what you intended, I didn’t have any intention of making you my joint author.  DC Cir. rejects this test in the CCNV case—issue is whether both parties intended for their contributions to merge into a whole, not whether both parties intended to be joint authors.  Note that in the 9th Cir (Hollywood), there are fewer of these disputes because Ks are so clearly delineated
3. Restoration: allows works no longer protected in the US but currently protected outside the US, originally published outside of the US by foreigners, and not published in the US w/in 30 days of its original publication to regain protection in the US. 

a) What if you were relying on the public domainness of these works?

b)  §104(A)(d): deals w/ prob of reliance parties. If want to restore (c) need to go to (c) office, provide notice, and intent to enforce notice on party exploiting work. Once reliance party has notice then has 1 yr to continue exploitation. After one yr can agree to license

4. Visual arts:  
a) Termination d/n work b/c reclaiming the © not very valuable when all the value is in the original copy and you c/n get that back when you sell it. You can only get copies of the original back, which are worthless anyway. 

b) Original work is called copy which is the only one that’s really valuable. §202, © and copy isn’t the same thing. 

5. CA and NY: droit de suite: rt to follow; gives artists the rt to follow the sales of their work and get percentage of each sale of your work. So no art is sold in CA or NY. Goes to other states, so need to make uniform fed law
6. Moral rts: usually in Europe but different in each country, includes rt to prevent destruction of work, rt of authorship recognized, rt of authorship taken away if want (disavow the work), rt to rescind K of the work. Protects reputation of original art and integrity of work itself. US d/n have specific moral rts code. When entered Berne Convention, we became obligated to have some moral rt but not enforced.
a) P.474 of statute book. Art. 6: independent of author’s © and after transfer of ©, author can still claim authorship of work and object to distortion of work, or anything that prejudices his reputation etc.
b) To execute obligations under Art 6, fed law has derivative work rt b/c if someone makes mutilating version of your work can stop them.
c) §106(a) of CA: p.130 creates a rt to have name associated w/ work (rt of authorship) and rt of integrity (rep not mutilated) but only applies to fine arts. Limited rt of VARA: only lasts life of author and has a lot of exceptions

d) Kwall: Creators who have assigned © for royalties can have infringmt actions. Even an author who has transferred his © interest w/out royalty arrangement retains some economic and beneficial interest in the © 
e) State laws protect some of these rts. Gilliam v. ABC p.346 relied on implied condition of assignment that would preclude Ds from exercising reproduction and performance rts if they made material changes in the work.
(1) Monty Python troupe. Created TV series for BBC. BBC sublicensed it to ABC. For each half hr shown on BBC, ABC had to take out 9 min for commercials. But MP thought it destroyed the work. 
(2) No rt of integrity in US but in the troupe’s original contract w/ BBC, said they c/n cut work at all. So when BBC sublicensed to ABC, d/n have rt to sublicense rt to make changes in work—contained same restrictions. Gilliam won the case
f) §43(a) of Lanham Act protects rt of sponsorship, attribution, etc. main things of Berne Convention would come thru this statute. But SC then decided Dastar p.341 and d/n work this way

g) Moral rts not well protected in US –Berne Convention is unenforceable but TRIPS is enforceable. Can go into WTO ct and claim violation of TRIPS. P.556 Art. 9, §1 of TRIPS agreement removes obligation to implement moral rts by not incorporating this part of Berne convention.
COPYRIGHT INFRINGEMENT: §§501(a), (b). 
1) Background:

a) ( inf requires copying, but every act of copying is not infringement.  Inf only when there is a taking of (able material that isn’t de minimus. 
b) Nobody announces when they’ll copy, but sometimes there are smoking guns (GI Joe misshapen hand copied; “seeds” in maps, phone books, etc.).  Can’t have SJ on a ( inf action b/c you need the layperson’s perspective (jury).  
c) Note that translations of works are considered the equiv of works.
2) Vicarious infringer in case of performing rts: D must actively operate/supervise operation of the place where the performances occur or controls content of infringing program and expect commercial gain from the op and either direct/indirect benefit from infringing performance.
3) Three forms of copying:

a) Taking the whole work in a slavish way (pirated videotape)—clearly ( inf

b) Taking a block in situ—still ( inf, even if you do your own stuff as well (RD says it’s not quite this simple—what if you take a very small portion and use it in a very large work?)

c) Abstract of a whole—this is a grey area.  If it’s at a very abstract level won’t be inf but if it’s more concrete it will be inf. Abstract from whole and d/n take actual dialogue, non-literal infringement in computer context, literary context called paraphrasing—depends on level of abstraction to det if infringement. Ex: textile infringement: Peter Pans Fabrics p.373 looks the same the further away you are but when look closely, noticeable differences. Question of how far away you should look

4) Second Circuit Test

a) Is there in fact copying? (objective test)

i) access to the work

ii) probative substantial similarities (if present, raises a presumption that copying has occ).  2nd Cir allows in expert testimony for this b/c sometimes things appear to be more or less similar than they in fact actually are

b) Is it a substantial enough taking?  Here an ordinary observer test is used—would he think the accused product was a mkt substitute for the other one?  

i) In this half of the test, expert testimony not admiss, rely on jur

ii) Consumer mkt test: consumer can regard the 2 works as equally good alternatives, or 2 works as cheaper and the same, worry about © holder not being able to fully exploit the work. No exclusive rt if consumer can choose 2nd work as alternative

c) Cases

i) Arnstein v. Porter: (p. 402) Seminal ( inf decision in the 2nd circuit.  Held that a ( inf P must prove copying and improper appropriation.  Copying could be proved by D’s direct admission or by circumstantial evid—expert test can be used to aid in this analysis.  Absent evid of access, existing similarities must be so striking as to preclude the possibility that P and D independently arrived at the same result.  Once copying is established, P must prove improper appropriation—this is determined by the “ord lay hearer,” so analytic dissection and expert testimony are irrel for this part of the analysis.

ii) Nichols (360): (2nd Cir) Cohens & Kellys vs. Abie’s Irish Rose.  Ct says that the less developed the characters the less they can be (ed.  Here found that whatever may have been lifted from the first play was so broad as to be in the public domain—thus, no infringement. 

(1) If the similarities are at a high level of abstraction that copying isn’t unlawful. If similarities are at a lower level closer to true expression there is infringement. 

(2) Here, level of similarity is at highest level of abstraction, figures are stock figures so no infringement. 

(3) Probs
(a) Other cases may be harder—Peter Pan
(b) Relies on audience response (ordinary observer) and thus relies on  expensive jury trials
(i) Arnstein v. Porter: District ct took case away from the jury. Higher ct said c/n do that as long as scintilla of similarity need to go jury. Judge was tone deaf and everything sounded alike, gave to secretary, turned over b/c need to have expert witness on other side too. 
(ii) Difficult for lay audience to do this comparison when work is technical or complex
iii) Altai (364): (2nd Cir) Refines the test to a more narrow test of infringement. Ordinary observer test is too broad. Deals with whether and to what extent the “non-literal” aspects of a computer program (those aspects not reduced to written code) are protected by (.  

(1) Facts: 

(a) Scheduling program has ADAPTER to adapt to operating system. Altai comes out w/ similar program in only 3 months, while it had taken Computer Associates a long time to execute the original program. 

(b) Smoking gun: Arnie moved from Comp Assoc to Altai and took program w/ him. So there is copying. But how can they move job to job with skills that may constitute infringement if employed at a diff company

(c) Altai found out about Arnie’s copying and then took out what he copied and asked different programmers to fill in the blanks to get Adapter to work. No copying here—b/c other programmers d/n have access

(2) But is copying unlawful? Need to look at:

(a) Abstraction: what are the tasks, order, format, capabilities of program, overall goals, etc

(b) Filtration: ask which of these are actually protectable under case law pp.375-378: review of © ideas not protectable: (1) externally driven features (scenes a faire)-need to employ standard techniques b/c of mechanical specifications, etc. (Brandir), (2) merger of ideas/facts and expression (Baker and Kriegos), (3) things that become de facto standards, (4) material already in public domain, etc.

(c) Comparison: compare nuggets that are protectable w/ original to determine if substantial similarity

(3) Finds in this case not enough similarity—no infringement. But other cases more difficult

(a) Employees move to another firm and a/n consciously copying. Utilize info not in program; b/c know what d/n work when create second program.

(b) Trade secret: Inevitable disclosure b/c know other way to do it when diff way d/n work

(c) When only 2 or 3 competitors and take 1 out of the mix, public may not get as much of an assortment of opportunities from limited mkt so leery of shutting down infringing companies

(4) RD says the problem with Walker’s “kernel” test is that it reduces everything to a point where you can’t compare.  Maybe there’s only 3 possible choices for each of nine elements, making it seem reasonable that P and D might have made the same choice on any given element, but the test ignores that the sequence as a whole might in fact be nearly identical. 
(5) Also, Walker proposes to sift out all non-protectable material from each component and then look at what’s left—but what if all the stuff he’s sifting out is exactly the same?  You can have a (able compilation made up of non-(able parts if there’s some creativity to the arrangement.  Under this test, even slavish copying could be okay!
(6) Used expert witness who said that it took months to do abstraction and infiltration. Expensive and time consuming to do this over the long haul.

iv) Earlier computer cases held

(a) Exceptions for unique computer situations: booting program into machine not copying w/out authorization (assume ability to make copy to use program); if internal maintenance program can run it w/out it being infringement

(b) 3rd circuit: there is expression in computer program b/c of the structure, sequence and organization p.365

5) 6th, 7th, and 9th Cir. 
a) Apple v. Microsoft (382): (9th Cir) 9th Cir trad determined whether copying suff to constitute inf took place under a 2-part test having intrinsic and extrinsic components.
i) Extrinsic prong: test for sim of ideas based on external criteria (objective) —analytic dissection of unprotectable elements before compare themand expert test would be used. 
(1)  Where work is factual or tech based, standard is virtual similarity
(2) Ct says you need enough similarity to have to ask someone to determine this in order to go to the intrinsic test. 

ii) Intrinsic prong: test for sim of expression from the standpoint of the ord reas observer—no expert assistance.  
(1) Easier to keep jury out of cases if not enough similarity to find intrinsic similarity. B/c in end jury is looking at work as a whole and not doing dissection, chance that jury will compare elements that should be public domain is high. Worry that comparing too much and allowing thinly © material to be infringed.
(2)  But want jury to consider synergies among elements and if dissect out these elements nothing left to compare. So good part of test that jury sees it as a whole. 
(3) As the test has evolved, however, extrinsic test now objectively considers whether there are substantial similarities in both ideas and expression, whereas the intrinsic test continues to measure expression subjectively.  
iii) Ct of App held that district ct had rightly applied “analytic dissection”—separating the (able elements from the non-(able ones—to the interfaces in question. Given the license and the limited # of ways that the basic ideas of the GUI can be expressed differently, thin protection is appropriate. 
iv)  RD wonders if the court ever bothers to ask whether any copying has actually taken place.  Says the 9th Cir test doesn’t in fact preclude more jury trials than other tests.
b) Stillman v. Leo Burnett (389): (IL Dist Ct): To prevail on a ( claim, P must prove:
i) valid ( and 
ii) illicit copying—to prove this must establish:  
(1) copying: must show access and substantial sim (substantial sim can be used in a factual/evidentiary sense, or in a legal sense); and 
(2) unlawful appropriation: P must demonstrate that D’s copying extended to the P’s protectable expression. 
iii) Ds contend that they copied only non-protectable elements of P’s silent commercial.  Held that the screens themselves—an intro, 8 silent, and color at the end—do not constitute protectable expression.  BUT—creates a whole greater than the sum of its parts.  Should a jury find that Ds copied and that in doing so they created a commercial that evokes a sim response in ord viewers, this court could not say that D’s copying fell exclusively w/in the realm of the nonprotectable—thus, SJ for D denied.    

VIII. Notes (402)

A. RD notes that piano rolls didn’t used to be (able, till USSC said that the roll indeed fixed the music in the same way as writing it down on a score.

B. The Apple court endorsed the “virtual identity” standard for inf w/respect to works w/a narrow range of protectable and unauth expression, but most courts invoke a more lenient standard which requires the D’s work to be “substantially sim” to the P’s if it is to be considered infringing.

C. Prof Latman—felt that “substantial similarity” in the factual sense should instead be called “probative similarity,” since you’re looking at the similarities to prove that independent creation is unlikely—may or may not be “substantial.”

D. Nash v. CBS: Unlawful appropriation prong of the substantial sim test: N. Dist of Ill expressly rejected the idea that the ordinary observer test should take into account unprotected elements by comparing works in their entirety based on “total concept and feel.” But Stillman was decided by this very court later that year—seems inconsistent.

E. 1st gen of computer cases dealt with whether the literal aspects of computer programs (codes) could be protected—now no dispute that they are.  2nd gen deals w/non-literal aspects (eg Altai).

F. Note p.383: lots of litigation over graphic user interface. Loved Apple computers until Microsoft was allowed to use same interfaces. After this decision stock in Microsoft went up and Apple stock went up too (b/c have rt to copy other programs of Microsoft in future). In public interest and industry as a whole to have best graphic interface and share.  So protect as little of it as possible. © as barrier to entry and slows scientific progress.

G. Trend in computer cases is for the trier of fact to make the ultimate inf determination, and to allow itself to be informed by expert opinion in making this decision.  Commentators say this approach makes sense with regard to technically complex material because it’s unrealistic to expect the trier of fact to consider expert opinion in the copying prong and then forget that testimony in its unlawful appropriation analysis
H. p.408 Bright Tunes Music Corp v. Harrisongs Music Ltd (George Harrison infringing a Chiffon song). Harrison was found guilty of subconscious inf w/My Sweet Lord (had access and virtual identity of harmony) Lost all the profits from the album.  In ( law, basically a strict liab issue—d/n matter whether Harrison meant to infringe.  

1. Was the copying unlawful? Ct says yes even though only certain harmonies that will sound good and want them in the public domain, different background music, and can absorb techniques of others
2. Everly Brothers case: reggae version of their song
3. Problems w/ strong standard of infringement in this area if have to pay royalties to 20 different musicians who make the music of the one song

I. Aesthetic similarity test: (easier test) takes into account diffs and similarities b/w music. If diff then prior work is inspirational rather than copying. (sitar, words, harmony if different would not be © infringement) 
1. P.437 LH  no plagiarist can ameliorate his wrong by showing how much of the work he d/n pirate
a) Vanilla Ice took 8 notes from David Bowie—infringement, 3 words is also inf

b) Sound-recording artists d/n have as many rts as composer’s © 
c) French rule: 7 notes have to be taken to be actionale, US is down to 3
d) Reduced amt of dmgs when someone not aware they are infringing—d/n get statutory dmgs

J. Interim infringement (reverse engineering): 
1. Accolade reverse engineered Sega’s videogames to discover compatibility req. for their own equip—had to copy the Sega message code into their own stuff to make it work.  
2. 9th Cir held that intermediate copying of a computer object code can constitute inf, but that here was fair use—disassembly was the only way D could gain access to the unprotected aspects of the program.
3.  Games weren’t publicly displaying program so not violating 106.4, 106.5, not derivative work or distributing it (106.2, 106.3) but were reproducing it. (106.1) 
4. If it says on cassette that game will play on Sega machine, is this TM infringement? Nominative fair use, need to say Sega to let consumer know where to play it. 
K. Defense SJ: 
1. Arnstein held that SJ can’t be granted when there’s the “slightest doubt” with regard to the facts. Repudiated in 2nd Cir.: SJ for the defense may be warranted on the issue of improper appropriation if no reas jury could find that the works in question are substantially sim (easier)

2. In Shaw (9th Cir), held that if a P satisfies the extrinsic test by showing that reas minds might find substantial sim between the objective elements of expression in the P’s and D’s respective works, D not entitled to SJ based on the court’s subjective determination that no reas person could conclude the works were substantially sim in their overall concept and feel.    

3. Res judicata for ( inf suits in other countries?  Issue preclusion?  RD says there might be some cases so exactly alike that IP was justified, but the careful looking necess to determine this would probably make it faster to just litigate the thing.  
L. P.407 note 7 Steinberg v. Columbia Pictures (New Yorker case)
1. Visual art: producers and advertisers of movie infringe on P’s famous picture b/c uses too much detail and free ride on expression rather than refer to it.

2. Is this copying substantial enough to = infringement?

a) Similar handwriting 

b) List features: font, colors, perspective and shading is similar

c) But ideas slightly different (Moscow in the background is much more detailed than Pacific Ocean in background of the New Yorker)

d) Dissect out idea, pictures of bldng
e) Maybe more protectable as tradedress instead of ©
f) But in this case, trying to refer to the picture to sell the movie b/c famous. Picture captured idea of not knowing anything outside of city
g) Artist’s representational rts to this picture on how it’s used. Other countries have this for sake of artist and for society. Hearing music w/ cheesy commercial ruins music for you.
IX. Contributory infringement
A. No secondary liability w/out primary liability But go after secondary infringers are usually more solvent and easier to track them down. 

B. Library: put in provision in §108 that lets library make copies for archival purposes. Put sign on copying machine so ppl d/n infringe
C. Intrusiveness problem to find out if people are infringing, so look to companies that facilitate their infringement (Betamax inventors, Napster and other file-sharing services, etc)
D. 3 theories since Copyrt Act has no standard for contributory infringement—follows patent law but no inducement cases there. 
1. TM law: passing off cases. Manufacturing goods packaging: Inwood Labs p.419 note d, generic drug companies were manufacturing pills in same shape and color as orginal—intentional inducement of a merchant to pass of its product as that of a TM owners. Knew what ultimate user was doing.
2. Patent law §271©: what person you’re suing is doing,-actively inducing infringement or contributory infringement, thru sale of product not a staple article of commerce. Easier to prove contr infr.
3. Agency law: seller can be vicariously liable for activity of someone else if benefiting from it and have ability to supervise and prevent unlawful activity

E. Peer to peer file sharing is something that enables musician to get audience would never have had

1. If shut down unlawful uses then may hinder lawful uses and future developments

2. Napster get shut down on vicarious liability theory but Groskter can shut its doors and system will keep working b/c have 2 systems with one of them have supernodes and other one no ability to control

3. Allow Sony to make Betamax which breeds more technology that are more efficient

F. Grokster:(CS p.5) when one distributes a device with the object of promoting its use to infringe © (mere knowledge not enough) is liable for resulting acts of infringement by third parties. Inducing infringment theory of contributory infringement (intentionally induced/ encouraged direct infringement)
1. Decentralized control so c/n get them under vicarious liability. Had prominent use of networks to share © music/video files w/out authorization. Company d/n make effort to filter © material from users’ downloads or otherwise impede sharing of © files. 
2. Advertises specifically to ex-Napster users, © and TM law have inducing laws—so get them for infringement. Connection between software use and ad revenue—profit turns on high volume use. 
a) But Sony ppl were also inducing ppl w/ ads (“you may never want to go to a  movie again”) but weren’t found as infringement
b) Narrows scope of Sony: can still be liable even if capable of substantial lawful use, need to look at intent. 

3. Cts are still figuring out contributory infringement (selling baseball bat; could be used for baseball or violence) as opposed to inducing infringement, where clearly contribute to crime (hand baseball bat for violent purpose).

G. What does P have to show about D’s activity for contributory infringement? 3 tests

1. Breyer: Needs to be mostly commercially significant infringing use. Max protection for technology dissemination. Good for everyone if have access and distribution methods. Other ways for © holder to protect himself: 

a) Encryption of CDs so c/n be downloaded (but can crack encryption code and consumer resistance) need penalty for cracking code: DMCA (criminalize ppl who crack this code and who sell devices to do so). Harder to fair use it when encrypted (music).

b) Use Internet as conduit for business. I-Tunes as lawful way to get music. Peer to peer file sharing innovation has pushed legit businesses to create new business model.

c) Under Breyer’s model might see more competition for lawful file sharing but uses encryption so not so good.

2. Ginsberg: in Grokster, overwhelming use goes to infringing use. But different mix of infringing and non-infringing uses could produce diff result. Less protective of tech and more protective of © holders. Vague theory.

3. Posner:  if substantial non-infringing uses, perform cost-benefit analysis. Magnitude of losses to © holder, commercial value of content, and social value of what D is doing. Vague theory. 

H. If open file sharing company what should do?

1. Lots of disclaimers
2. D/n sell it in US: Grokster in Netherlands went the other way—but choice of law probs with this approach
3. Amt of money made is proportional to number of ppl downloading © work. Need to break this connection by

a) putting sign that you need permission to download or 

b) sell the software or license it for periods of time—each  month you pay a fee

c) mkt it for permitted uses

d) sample works (not whole song)

PUBLIC ACCESS: In addition to Fair Use doct, exemptions and limitations to ( protection codified in §§107-120.   §§ 108-119, 801-803, 1001-1010, 1101
1) 1909 Act: public domain 
a) Only 10% of © were ever renewed, so 90% of works went into public domain after 28 yrs. 
b) But 1970 Congress then extend time to life + 70 yrs or 95 yrs so now worry about public access 
2) Can protect rts through way they are defined §106. literary, musical, dramatic works, etc. rt to perform work publicly is not exclusive. D/n talk about rt in the performance but only about the © of song/script. 
a) But if publicly perform a song, just have to ask for permission of guy who has © not the performing rt. Makes interest of composer dominant over guys who record sound. 
b) Worked well until digitized music, if person can capture these digits when publicly performed can exactly copy it. §106(6) now protects public performance of digitized sound. Bridgeport v. New Dimension Films: copied 3 digitized sounds, so infringement
3) Compulsory licenses: can use it w/out permission but you do have to pay. Amt you have to pay settled by statute or through negotiation/arbitration. Keeps prices low.  Social interest in this use. 
4) §108: libraries: © works kept there; supported under CA, allowed to make works available to patrons and make copies if originals destroyed, d/n have to police copy machine just put up notice.

5) §110: small exceptions to restore free public use when interest of © holder is less than social interest. 
a) Face to face educational uses
b) Fair use: productive use
c) Public use: 
i) Footnote in Sony: when can we see that ppl d/n fully internalize uses and need to have exception for mkt failure
ii) Tower Records exception: play music in store §110(7), allows playing music for purpose of selling music. Collective problem: everyone one figures someone else will agrees to let music store play music and d/n give permission. Or transaction cost, figure will get permission and play music anyway, so this exception solves this prob.
iii) Examples

(1) Akin: have music in chicken store is not public performance of the work and © infringement b/c go to store for chicken not the music. 
(2) Music in a Gap store: Matters what music is being played b/c faster the music, the more you buy. Merchandise selling exception: applies to Tower b/c selling records, but Gap isn’t selling music so exception d/n work (except when selling CDs during Christmas)
(3) When bar plays music; business plan depends on music being played. Greater argument to have a license. 
iv) §110(5) judge this by kind of equipment using. Akin was using home equipment (to keep him company when he was bored) so not infringement. But if use more professional equipmt like bar and Gap then infringement. But probs w/ this is that homestyle equipment has gotten more fancy so also look at size of the store. If big enough, then music is deemed as part of business plan and needs to be paid for (look at individual stores not the entire chain—Claires’ case)
(1) But exempts certain times of establishments from paying for music—Irish bars. 
(2) US was then sued for violating © of Irish ppl’s music by Ireland. Violation of TRIPS agreement, b/c d/n give protection to ppl who write music played in Irish bars. So US paid EU money for fact that music is played in Irish bars for free.
d) §111, §119: cable and broadcast transmissions
i) Created new mkts for works
ii) FCC: regulates what cable and satellites must carry, c/n force them to pay a lot of money for it. So CA regulates how much is paid for these transmission

X. §113: deals w/ useful articles that happen to embody © works, ad for commercial purposes may have separable aspects that are ©. Visual art attached to buildings, before VARA could be destroyed but  now says must give author chance to remove art before destroy building b/c moral rts
XI. §114: d/n have exclusive rt to display the work and perform it publicly (except for performances of sound recordings by digital means). Actual reproduction standard for copyright owner. 
XII. §115: limitation on what can do w/ musical work, once authorize sound recording, other ppl have rt to create phonorecords w/ compulsory license.
A. Moral rt: §115(a)(2), c/n change fundamental character of the work. 
B. But want ppl to make new versions, translations, etc. so why should person who writes work in English get rt to decide if can be translated.   
C. Direct rip offs are permissible under this rule. 

D. At time of 1909 Act, was huge fear that impt songs would only be owned by one label and nobody would record w/ other labels. Too much leverage in music mkt and to prevent monopolization statute allowed other ppl to record the song. Re-recording makes it less appealing than original but still allow “covers” of songs. 
XIII. §117 treats computer programs separately, can make separate copy of software, archival copies, store in memory. If maintenance program is on computer can use it. 
XIV. Copyright clearance procedure: ASCAP and BMI: each have inventory of lots of music, composer, recording artists, and license out their rights. Radio or TV stations, bars, stores can get rt to play a package in your store for fees, inventory of popular music of 1950s for example. 
XV. §109 (a) first sale: person who buys a copy has rt to redistribute it themselves. Once a copy of a work is sold, the copyrt holder interest in making $ off of that copy is exhausted. 
A. Can resell it: price discrimination, way to make sure ppl who value work but not at high price of copyrt holder can get inventory for less money—gets rid of dead weight loss. Ex: used books
B. But c/n rent out one copy of work b/c then many original works aren’t sold. 

C. Columbia Pix v. Redd Horne (83): Held that the viewing booth showings constituted infringing pub perf.  Playing the video was a perf, and Maxwell’s was open to the public—essentially a movie theater w/added element of privacy.  Showing one copy of a film repeatedly to different members of the public constitutes a pub perf—tapes never left the store, and ee’s had control over the tapes at all times.  Ct says 1st sale doctrine (§109(a)) merely prevents ( holder from interfering w/the sale of that partic copy after he relinquishes it—d/n affect ( holder’s rights as to pub perf of the work.    

D. Notes (468)

1. Columbia Pix v. Real Estate Investors: (p.483)Ct upheld SJ in favor of D hotel which allowed guests to rent videotapes for in-room viewing.  Is the distinction from Redd Horne that the guests rather than the mgmt controlled the tapes?  Seems like it’s not really a “transmission” of a perf if the entire thing takes place w/in the guest’s room—he starts and stops it himself (as opposed to some central broacasting mechanism not directly controllable by the viewer).  What about prisons, nursing homes, hospitals, day care, etc?

2. Audio Home Recording Act: allows an unlimited # of first gen digital-to-digital copies, but outlaws second generation copies.  Also applies a royalty to blank tapes.

3. Droit de suite: Essentially a resale royalty provision which gives visual artists a right to a percentage of the resale sales price of their works.  CA is the only state to have this (5% of the sale price has to go to the creator), and the register of copyrights recommended against the adoption of resale royalties at this time. 

4. Under GATT it is now unlawful for anyone to fix the sounds or sounds and images of a live musical perf w/o the consent of the performer.  Also unlawful to reproduce, transmit, or distribute a copy or phonorecord of such a perf from an unauth fixation.  

5. In applying §110(5), courts have taken different approaches with respect to which factors should be considered, and how the relevant factors should be applied.

6. Can play any sound recording in a jukebox, subject only to paying some sort of a fee to the ( owner of the musical work.

7. Note that sometimes prices rise in anticipation of the fact of copying—Blockbuster, libraries pay more for their copies b/c it’s likely they’ll be copied by the borrowers.

8. Nimmer feels that athletic events should not be (able—not fair to impede competition by being the only athlete allowed to perform a certain feat.  Also, # of joint ( owners could arguably include any # of people who contrib to the work, including even fans.

FAIR USE DOCTRINE: §107 
I. Background

A. Originally was purely judge-made law—we borrowed the doctrine from England.  Explicitly recog that some unauth uses of (ed prop ought to be tolerated—seeks to balance the optimal use of resources by society and the optimal level of creativity.

B. Also called compulsory licenses and based on the British categories of fair use:
1. Incidental use:  Music not there to enjoy but to set a scene so you know what era you are watching. Jeopardy song as you are answering the question so you know you are on the spot
2. Criticism Critic quotes from the book to indicate their point and to foster sales of the book or book review says book is bad and uses quotes to destroy author’s mkt. Ct says you need to take the good w/ bad, if want quotes to sell the book, need to accept quotes that destroy sales
3. Mkt failures: transaction costs are high to get money from consumers to author
4. Parodies
5. Productive uses: Posner—some uses have high social benefit and copyrt holder w/n sell it

C. Used as an aff defense and doct is applied once it’s estab that D’s work is in fact substantially sim to P’s.  Lack of permission is not determinative (Zapruder film was stolen, but still found to be fair use).  
D. §107 sets out 4 factors for det whether a partic use is a fair use:
1. Purpose and character of use 

a) Commercial vs. non-profit educational: 
(1) Mkt failure—no one will collect the $ so that RD can play us the tape in class.  
(2) Commercial use—seems like if you’re making $ off it you should be able to pay the royalties.
b) Transformative
c) Parody/social commentary

d) Time/space shifting

2. Nature of the (ed work: 
a) Greatest degree of protection for original works of fiction. 
b) For unpublished and non-fact based works, scope of fair use is narrower.  (Although few (s in fact-based works) 
(1) After 1992 Amendment published/unpublished distinction no longer dispositive but still counts some, impt to control when work release in Harper & Row.
(2) Factuality of work: historical works get © but no infringement when use facts b/c of fair use. But factual nature is not dispositive: scientistists c/n copy scientific articles although fact-based. In Suntrust and Sony non-fact based works fell w/in fair use.

3. Am’t and substantiality of the portion used in relation to the (ed work as a whole: 
a) Quantitative approach: 2nd Cir in Harper & Row (430) counted number of protectable words that were taken (300 words).  

(1) But some words count more than others, and what if the author’s written a lot? Do you focus on entire work or only work infringed? 

(2) JD Salinger case: words taken from letter or words from all letters written, or words from letters given to library, etc? 

(3) Work infringing is long but takes a few words from small document 

b) Qualitative approach: most cts use this: 9th C and dissent of 2nd Cir. 

(1) “heart of the work:  If take this, then too much no matter how many words this is

(2) Parodies: stingy about what is permissible parody under TM law but more lenient here if original work was uniquely appropriate for parody.  

(3) But d/n want ct second-guessing the author and making content J about work so 9th Cir. gives ppl great latitude about what to use for parody but more careful about how much they can take for this purpose

(a) Can only take what’s necessary to conjure up the original and get the joke. Too much means destroyed potential mkt for original work 
(b) 239 F.2d 532: Gasoline: Jack Benny made parody of Gasoline which ruined original movie for you b/c relied on whole story. So went too far and so not fair 
(4) Nintendo lost b/c also took capacity to hear the console in addition to the code

4. Effect of the use upon the potential mkt for or value of the (ed work (mkt substitution)
a) Probs of first use doctrine: p. 474 note 2: once sold, copyrt holder’s use is exhausted. Price discrimination issue: can buy it at first price or wait for it be used and pay less money.
(1) Rental mkt gives profits to movie industry that never had before and also has public benefit of access to more kinds of movies But computer programs and journals went up in price b/c feeling that each program that was sold rep 100 programs being lent out

(2) US: §109(b): makes renting records and computer programs copyrt infringement but not renting movies and library books.

(3) §109(a): rt in derivative work isn’t exhausted by first sale doctrine just the distribution rt. Ex: C/n buy old National Geographic magazines and make anthologies. 

(4) First sale doctrine limits the rt in §106 of author distribution. 
(5) England: public lending rt: keep track of who was taking books out of the library so author knows who is reading her book. Gives authors this feedback mechanism
b) Speculative losses: 

(1) Suntrust: (456) claim that parody ruined their sequel market. But since parody may address diff mkt these losses were speculative.

(2)  Sony (415) w/n grant speculative dmgs so w/n grant speculative losses. Mkt for tapes d/n exist when filming movies, so no need to worry about this loss. Concerned only about mkt at time movie was made. 
(3) But still loss here b/c of time shifting, targets diff mkt. Arguments for using potential mkt as measure:
(a) Statutory arg: 
(i) §107(4) Congress talks about potential mkt for the work not the actual work 
(ii) §102 (a): fixation: any tangible medium now know or later developed. Can have rt in later tech: IPOD
(b) Practical arguments: 
(i) Can have subtle harm ex:  Timing shifting of sports mkt d/n come out until later
(ii) Diff reputational interests in diff media (putting fights together showed he was knocked out a lot, and destroyed ppl’s memory of him)
(c) Evidentiary probs w/ actual losses 
(i) Before Sony, Williams v. Wilkens: tested use of XEROX machine. NIH copied articles and sent to all researchers so journals sued NIH. 
(ii) Did empirical study to see effect of the copies on the work and discovered that number of sales d/n go down once copy machine was created
(iii) Thought that sales did go down b/c number of ppl doing oncology research was going up at that time, so sales should have skyrocketed.
(iv) Dangerous for ct to focus on actual losses, need to think of it as potential mkt. 

E. Transformative/productive use

1. When incredible and impt for public to see, can infringe. Ex: In 1970s video footage of Kennedy being shot is fair use when used by TV w/out payment. But now audience is more limited so would have to pay filmmaker if issue is no longer who killed Kennedy (public interest).

2. P 424, note 1: Sony: time shifting not productive use; user gets all the benefit not the public. Everything is productive, if just learn something then productive.  DESTROYED NOTION THAT USES HAVE TO BE PRODUCTIVE

3. But after Acuff-Rose productive use returned w/ transformative use doctrine. 

4. Time shifting is fair use and so is space shifting but only if started w/ original (download to Ipod for yourself)

5. Decompiling as a productive use

a) SEGA: benefits consumers to have option to play any game on Sega but violates Sega’s ability to make back money off of game (had lowered console, to make $ primarily off of games) 
b) Hit for SEGA on potential mkt but infringers did nifty stuff that ppl want to learn about. And this benefit is only available to public if decompile it. 

II. Cases
A. SONY v. UNIVERSAL (415): 
1. Facts: P wanted to hold D liable for distributing VCRs to the public.  
2. Holding:  Sale of copying equip does not constutute ( inf if the product is widely used for legit, unobjectionable uses—need merely be capable of substantial noninfringing uses. USSC upheld findings of dist ct. that “time shifting” is legit fair use.  
a) Notes that when the challenge is to a noncommercial use of a ( work, need to prove either that the particular use is harmful, or that if it became widespread would adversely affect the mkt for the (ed work.  
b) Likelihood of harm may be presumed when the allegedly infringing use is for commercial gain (presumptively unfair); w/noncommercial use likelihood must be demonstrated.  
c) But problems w/ ads and the fact that time shifting creates an exact copy of the original—complete duplication. 
B. CAMPBELL v. ACUFF-ROSE (439): 
1. USSC: Says the more “transformative” the work, the less significant other factors that may weigh against fair use (like commercialism) will be.

2. Parody has an “obvious claim” to transformative value, and the threshold question when fair use is raised in defense of parody is whether a parodic character may reasonably be perceived.

3. Commercialism is only one element to be consid in a fair use enquiry.  Can’t dismiss it out of hand merely b/c it’s commercial—reversed and remanded.  
4. RD says productive is really the same as “transformative”—ct just doesn’t want to appear to be reversing itself.  
5. Parody geared to different mkt—uncertain audience. Cost of license may be higher than what the parody author is willing to pay b/c looking at uncertain audience—so here allow it as fair use w/out negotiation.
E. HARPER & ROW v. NATION ENT. (430): 
1. D lifted 300-400 words in verbatim quotes from the Ford story constituting some 13% of D’s article. 
2.  In its fair use analysis, USSC took into account:

a) purpose of the use: commercial and dishonest, 

b) nature of the (ed work: unpublished, making the scope of fair use narrower,

c) amt and substantiality of the portion used in relation to the (ed work: small portion but it was the “heart” of the book, and
d) effect on the mkt : single most important element of fair use—in this case the effect of the “scoop” was financially devastating—“clear-cut evidence of actual damage”
3. Ppl wanted to know why Gerry Ford pardoned Nixon but Congress had created investigation committee that had interviewed Ford and satisfied news interest—d/n need info that was scooped—so weak public interest.
F. A & M Records v. Napster (444): 2001: Napster is denied fair use defense and has policing burden. May be liable for contributory infringement by knowingly encouraging and assisting infringement of P’s copyright. 
1. Must have reasonable knowledge of specific infringing files w/ © material; 

2. knows/ should know that such files are available on Napster system; and 

3. fail to act to prevent viral distribution of the works

4. May also be vicariously liable when it fails to affirmatively use its ability to patrol its system and preclude access to potentially infringing files listed in its search index. 

G. Suntrust Bank (p. 456) The Wind Done Gone meets the four part test and qualifies as a fair use b/c its primarily a parody of Gone with the Wind. Although is a commercial product has a highly transformative use. 

H. Unpublished nature of work i/n bar to using if for fair use. Salinger v. Random House. Hamilton biographer writes unauthorized bio of JD Salinger. JD Salinger wrote letters to famous ppl and put in public libraries. Under 1909 CA if gave original to someone, receiver was © holder. Under 1976 CA §202, owning the original copy of the letter isn’t owning the ©. So JD Salinger has © even though copies in the libraries. Biographer had to rewrite book and c/n use quotes from letters. Congress reversed: allowed fair use of unpublished work. 
I. Gordon excerpts (485): Says fair use should be awarded to D when 1) mkt failure is present; transfer of the use to D is socially desirable; awarding D fair use would not cause substantial injury to the incentives of the P ( holder.
J. Digital Millenium Copyrt Act (DMCA): 

1. Protect encryption code Elcom (p. 463). 

a) Criminal to hack code now. While it’s not unlawful to circumvent encryption for purpose of engaging in fair use, unlawful to traffic in tools that allow fair use circumvention.
b) Upheld constitutionality of DMCA against grounds that it’s vague. Ct says it bans all tools and services that permit unfair uses—not vagueness prob. Congress had intent to preserve fair use so not 1st A prob.

2. 1201(a): if you hack into encryption to gain access to work, BAD. Need to pay for access. Also illegal to traffic devices that would allow ppl to hack into code to gain access. Access is like breaking into home. Creates new rt of © holder, rt to charge admission. But can encrypt ANYTHING—too broad

3. 1201(b): controls use of work. Hacking in for purposes of circumventing use restrictions, only trafficking is illegal. Civil action under 1203 and criminal offenses under 1204. Although gives leeway to use © works, need to be tech adept to take advantage of this
4. P. 479 note b 

a) DMCA trumps fair use. Universal City Studios v. Corly: fair use d/n apply to an action in which D found liable for violating 1201(a)(2) by trafficking a computer program that was designed to circumvent the measures protecting (c) works. D should be allowed to hack program (for public interest) so DVDs could be used on Linux but lost b/c whatever he sold to permit hacking for use on Linux would be used for other uses. Potential for substantial infringing use is enough to violate DMCA
b) Ex: Foreign DVDs w/n play here. Have only option of changing code once. If move back to Europe, w/n work and c/n switch back. Did this w/ DVDs b/c of staggered release dates and cheaper in other countries when in English. Form of price discrimination. 

K. Notes (468-91)

1. In Sony, maj not too concerned about whether D makes a “productive” use of P’s work, but dissent finds this to be critical.  In Acuff-Rose, ct emphasizes the importance of “transformative value.”  

2. Although in Hustler the court says that D’s copying of the entire work militates against a finding of fair use, in both Hustler and Sony fair use was found notwithstanding this.  How much is too much?  Quality or quantity?  How to judge quality?  

3. Rubin: court split the difference—found fair use w/respect to D’s past conduct but ordered injunctive relief prospectively.  

4. Other defenses to ( inf:
a) Laches (when D establishes that P inexcusably or unreas delayed bringing suit and D was prejudiced by the delay);

b) Estoppel (requires P to aid D in committing the allegedly inf acts, or to induce or cause their performance by D); 

c) Unclean hands (requires that P either participated in the inf acts or committed fraud or some other transgression which resulted in harm or prejudice to D); 
d) ( misuse (controversial—whether ( is being used in a manner violative of the public policy embodied in the grant of a copyright.)
5. P. 471 note 4: Coursepacks Princeton University v. Michigan Document Services: Said D’s use was commercial even though ultimate users were students (b/c had edge by not paying royalties); publishers met burden of proving diminishment in mkt value.  As for other fair use factors, ct said they were “consid less impt” in a case like this where the use is nontransformative.        

6. P. 409 note 10: Sega case: commercial use but still hold use of  code as nominative fair use 

7. Family Entertainment and Copyrt Act  p.17-18 of CS; 

a) Clean up films to get rid of dirty scenes. Difficult case b/c changing a lot of the work but Congress decided to let cleaning up works to be fair use. 

b) Quid pro quo: statute also give © holders protection by mandating criminal liability for posting work before time of commercial release

8. Semi-published work: can see in library but not published, computer programs c/n see but are formally published

9. P. 506 9th Circuit opinion of Rear Window case Abend v. MCA Inc::

a)  have rt to control Rear Window but must arrange royalties; compulsory license provision b/c movie benefits public and need to compensate Hitchcock/Stewart’s creativity

b) P. 439 Acuff-Rose case: note a: cite Abend: special circumstances where great injustice to D and public if injunction.
REMEDIES:  492-522,; §§ 412, 501-511: 
I. Remedial provisions of the 1976 act allow a ( holder who establishes inf the choice of recovering either 1) statutory damages or 2) actual damages and any of the infringer’s profits not factored into the actual damage award.  Court may also impound the infringing materials and order them destroyed; can also award att fees to the prevailing party.  
II. §506 provides for crim liab in certain cases.  1976 Act also provides courts with the discretion to issue both prelim and perm injunctive relief.  
A. Prelim relief usu granted when P estab a likelihood of success on the merits and a showing or irreparable harm, which is presumed when a P establishes a prima facie case of ( inf (prelim inj issued pretty liberally in ( cases).  
B. Hard to prove amt of monetary damages, and if it’s your reputation that’s been harmed $ won’t fix it anyway.
III. Monetary relief 

A. Actual dmgs given for deterrence and compensation purposes

1. If a P elects to recover actual instead of statutory damages, stat provides that P can also recover “any profits of the infringer that are attributable to the inf and are not taken into account in computing the actual damages.”  
a) See Abend v. MCA (506): continuing injunction of showing the film would cause great injustice to owners of the film and a public injury.  Says that A can be adequately compensated by $--actual damages suffered plus profits attributable to the infringement (since other factors besides Woolrich’s story contributed to the success of the film, Abend d/nt get all the profit)

b) Theory in allowing both actual damages and inf’s profits is that some sorts of inf inflict more harm on the ( holder than the benefit reaped by the infringer.  
c) A double recovery, however, is strictly prohibited. 

2. Some courts preclude a deduction of the D’s overhead from its gross revenue in cases involving willful infringements. 
3.  D bears burden to apportion sales not attributable to infringement (not the case in Davis)

4. In calculating actual damages, the primary measure of recovery is the diminishment of the mkt value of the P’s work as a result of the inf

a) One approach is to award P the profits he would have received but for D’s inf.  Note that many times (ed prop has both an immediate value and a capacity to generate future royalties—courts must consider this contingent income as part of the overall award

b) Lost sales and lost licensing fees but difficult to prove what d/n happen Williams and Wilkens: NIH photocopying articles and sending to all researchers in system. Hard to prove what not selling. 

5. Universal Studios: bootlegs of Jurassic Park p.404. Only profits made should be given to P but difficult to sort out D’s profits & match up w/ P’s loss
a) D may have low profits b/c sell cheap to foster demand for other stuff
b) D’s sales price may be high b/c not efficient producer & P w’ve charged less
c) D is selling a lot b/c he’s good salesman, so why should P benefit from D’s success as a merchant
6. Loss on collateral sales

a) Gap sold something that Scoop © . When buy this at Gap, might buy other things that Scoop also sells that aren’t ©. If look only at infringing articles may miss some of P’s losses from loss of other sales

b) Some cts will look at projected sales, other sales, apportion of loss comparison (how much whole store lost before and after infringement and award some percentage of that

B. Statutory dmgs §504(c): used when have prob of measuring loss 

1. Compensatory dmgs- c/n get actual dmgs AND statutory dmgs

2. Gets you to register even though d/n have to

a) Berne Convention only requires that you eliminate formalities for foreigners not Americans §411: US works c/n bring infringement action until you’ve registered but foreigners d/n have to do this
b) Statutory dmgs only available for infringements that occur after registration: True for Americans AND foreigners. Exception if register w/in 3 mos of first publication can get statutory dmgs for all infringements even if occur before registration
3. Willfulness for statutory dmgs: Universal Studios v. Ahmed (494)

a) Gap b/w $750 and $30k and little guidance on how ct should exercise discretion. Ct holds: Dmgs for each work d/n mean for each copy:  If copied Jurassic Park it only equals one work whether 1 copy or 30 million copies, only one claim for infringement

b) “Wilfully” not defined in ( Act—cts have defined it as requiring Ps to show that the infringer acted with “actual knowledge or reckless disregard for whether its conduct infringed upon the P’s copyright.”  Here pretty clear it was willful.  

c) Three factors relevant in det statutory damages under §504: 
(1) expenses saved and profits reaped by Ds in connection w/the infringement
(2) revenues lost by Ps; 

(3) whether the inf was willful and knowing or accidental and innocent.  (primary factor) 
d) When willful conduct is involved, a ct can inc the award up to $100,000.

e) Problem here is that there are multiple Ds and so ct just gives dmgs for each work.  

4. Innocent infringer: 
a) Somebody wasn’t aware of infringement and had no reason to believe were infringing so statutory dmgs reduced to an amt no less than $200.  (George Harrison case)  
b) Fair use is limited here

(1) Infringer has to be employer of educational inst or library and copying in course of employment

(2) Also worked in public broadcasting

(3) No statutory dmgs if use was fair
5. P. 517 Feltner: jury determines statutory dmgs.  Usually more sympathetic to infringers
IV. Attorneys fees p. 510 Fogerty v. Fantasy: same rules for P and D to get attorneys fees but only awarded to prevailing party as a matter of ct’s discretion  §505 of CA
A. Some ppl think that same rules that apply to fee shifting in §1988 of Civil Rts Act should apply to CA.  Ct can afford reasonable attorney’s fee to losing party but is only applied to Ps. 
B. §505 of CA was interpreted the same way: w/n given to Ds just Ps. But ct says that just as strong an interest in access (for D) as in proper enforcement. Maximum amt of deterrence may not be optimal deterrence. 
C. Ct looks at factors consid in 3rd Cir—frivolousness, motivation, objective unreasonableness, need in certain circs to advance considerations of compensation and deterrence—and says these may be used to guide cts’ discretion.
V. Compulsory licenses p.497 Davis v. Gap
A. © eyeglasses in Gap ads. But Gap d/n plan these eyeglasses to be in ad, actors were told to bring own stuff, d/n make much money off of the eyeglasses so s/n have to suffer injunction

B. If useful object then stores that sell it are allowed to show pictures of it §113©: carefully structured provision w/ remedy of compulsory licenses so cts reluctant to do own remedy
VI. Declaratory J: impt for ppl to come close to line of infringement b/c strong access interest
VII. Criminal penalties

A. Willful infringement and intent

B. §506(a)(1)(b): penalty for reproducing copies worth more than… in any 180 day period irrespective if making money off it (Napster) b/c can still hurt P w/out making money

C. Piracy and Counterfeiting Act: p. 338 Crim penalties: bootleg photos, records & movies, counterfeiting: when you think you’re buying the original. Many Berne countries protect performances, but CA only protects fixed wrks. Mail/wire fraud. FEA: c/n pre-release © wrks
D. §506(c): crime to fraudulently putting notice on uncopyrighted work: c/n put © and notice of copyright so ppl think its actually copyrighted

1. Govt works are in public domain (c/n © Constitution)

2. Fonts used to be considered copyrightable when actually handwrote things, less so now b/c readability is utilitarian interest

a) but so many fonts out now that this argument on readability is suspect—many art-like fonts that may be ©

b) some fonts can’t be © b/c been in use for too long

c) computer program that produces font is ©; might be enough to support creativity of fonts

VIII. Notes (516)

A. Some precedent exists for the award of prejudgment interest in ( litigation, although the statute d/n specifically provide for it.  Some courts, however, have taken the position that prejudgment interest is unnecess to deter ( inf, given the other remedies available under the 1976 Act.
B. §512: safe harbor for internet service provider. Have limited control over what goes thru your service. Reproductions of work when © work goes from node to node w/ intermediate caches that store a copy of what you want. Thus ISP creates fixed reproductions and would be in trouble if everything ppl did was transferred to them
1. If ISP know that there is something up that is © infringement, have to take it down. But if d/n know, not liable
2. ISP have no incentive to protect access to uncopyrighted materials. Ppl who have minor © interests in work, can still tell ISP to take it down. They have no interest in contesting whether copyrighted, just take it down.So d/n protect public domain

C. §602 importation: infringing goods can be stopped at the border
1. In TM context, when something is under common ownership, customs d/n have to prevent. But attempt to end customs rules on TM infringment by claiming that labels were ©. But ct said that d/n matter if labels are ©  d/n need to exclude it
2. Goods of Americans, taken abroad and brought back. Can still undersell American TM. Big gap in costs of goods in US and abroad
3. Pp. 519-20; §1498(b) Govt and Indep contractors can use this work, but must pay just compensation. If d/n pay licensing fees, need to sue them in ct of federal claims and then get just compensation 
4. Statute was silent on whether states could infringe. But then 1990 Copyright Remedy Clarification Act—expressly eliminated state immunity for ( inf.

a) But Florida prepaid cases: Congress needs to make big showing that states in general systematically engage in comm. significant amts of infringement to waive immunity. But d/n meet this burden in TM, © and patent law.
b) Under the 11th A can still enjoin states if violates fed law but generally fed govt has to pay and state d/n to use © works 

IX. STATE RIGHTS AND THEIR PREEMPTION: §§ 106, 301, 1101.  
A. Misappropriation is, in short, the IP version of unjust enrichment. Works that aren’t ©; basketball scores, database protection.  See Motorola; Yale Tshirts, Dow Jones
1. But copying creates competition, reduces prices, variations on products, opps to innovate, etc thus misapprop limit greatly hinders public interest 

2. Limits 1st A expression b/c no duration limit on state based misapprop rts
3. D/n want it in Met Opera case when WANT radio broadcasters to play music

4. Justified b/c of fear of undercutting original creator and source of the info: ex: INS stole mkt from AP and can charge less than AP, then AP goes out of business and d/n have either orgs—bad for everyone b/c no indep news source.
B. Right of publicity mirrors this—protects against attempts to utilize another’s investment in a person’s recognizable attributes.  (3 stooges case, Dustin Hoffman case, Balt. Orioles)
1. live performances

2. reputational interests
C. Trade secrets in copyrt context: Computer Associates v. Altai p. 406 note 6: breaching duty that employee has of confidentiality to his firm. Breach of confidentiality is state based claim
D. Right of privacy is somewhat different—not an issue of who can exploit the features of their lives b/c they don’t want features of their lives exploited at all.  D in these state law cases serves as a proxy for the public’s interest in the free availability of personal attributes. 

E. Unfixed material: NBA v. Motorola: issue of whether live games are fixed. Ct says they are fixed in transmission for T. But what’s fixed isn’t everything that’s happening—so can state protect this. See also Balt. Orioles. 
F. Difficulties surrounding the application of §301 when a P attempts to bring a misapp or right of publicity action involving (ed prop.  RD says Berne & TRIPS obligate us to protect certain works that aren’t covered by ( or ( law.  Sometimes K law covers may of these issues—eg right of integrity, attribution, disavowal.
G. RD says 3 basic kinds of preemption:

1. Dormant preemption: eg Commerce Clause.  NY can’t override it even though the clause just sits there.  

2. Conflict preemption—Portions of a state law that conflict with protections granted by the 1976 ( act will be preempted—derives from a basis indep of §301.  C/n pass a state law that makes the furtherance of fed goals impossible Ex: SATs are ©, various states mandated that they be reproduced and those state laws were preempted by © law. 
3. Active pre-emption—stuff Cong actually does and says that dictates what states can and cannot do.  On the wane.
H. Before §301 USSC has vacillated on the appropr scope of fed preemption—Sears and Compco (both 1964) tend to support the position that a state c/n prohibit the copying of something that fed law has left unP or un©. But in Goldstein (1973), USSC allowed state law protection for material “that h/n previously been protected under fed ( stat” b/c states should retain some control over protection of creative works of essentially local interest. 
I. §301 usually said to have 3 criteria for preemption:

1. work must be fixed in a tangible medium of expression

2. states trying to protect subject matter protected by (
3. rights provided by the states are equiv to those protected by ( law    

J. Baltimore Orioles v. MLB Players Ass’n: (530)—Players claimed that broadcasts of their games w/o their express consent violated the right of publicity in their performances.  Held that Clubs’ ( in the telecasts of MLB games preempts the players’ rights of publicity in their game time performances. MLB owns the ©  in the telecasts as works for hire. Ct rejects the players’ arg that their performances per se are not fixed in tangible form and thus their rts of publicity in their performances are not subject to preemption.  Court says that once the perf is reduced to a tangible form, no distinction between the perf and the recording of a perf for the purpose of preemption under §301(a).

K. NBA v. Motorola (p. 527): Put statistics from game into Motorola pager which is updated every 3 minutes. 2nd Cir creates limited rt of action where real risk that underlying work would itself by harmed by competition. Held that a narrow “hot-news” misapp claim based on INS v. AP survives preemption (using the additional elements test), but that Motorola’s transmission of “real time” game scores d/n fall into this category, so the NBA’s misapp claim is preempted: 

1. P. 536 5 part test


a) P has investment that needs to be recouped—collected info at cost (NBA has this) 

b) Time sensitive info (NBA has this) 

c) Direct competition w/ P (NBA d/n have this) 

d) D is free riding (NBA d/n have this—case turns on this so NBA loses )

e) P has reduced incentives to create good in first place (but NBA d/n have this)
L. INS v. AP pp. 528-29: INS kicked out of European coverage so misappropriated AP’s stories and took advantage of time differential, liable under CL misappropriation. INS had reaped what it had not sown (unjust enrichment), on theory of commercial morality, created rt of misappropriation. 

M. Dow Jones:: 456 Ne. 2nd 84.  Ct held that this value was held by Dow Jones and Chicago Trading Board c/n trade off of this value—misappropriation.
N. T-shirt cases: misappropriation used, ppl understand d/n make tshirts at Yale, no dilution of Yale mark, but misapp of their name/mark for ppl to make money off of.

O. Midler v. Ford Motors (531): Ct notes that a voice is not (able, the sounds are not “fixed.”  Nonetheless, holds that to impersonate Midler’s voice is to pirate her identity. When a distinctive voice of a professional singer is widely known and is deliberately imitated in order to sell a product, the sellers have appropriated what is not theirs and have committed a tort in CA. protects her privacy interest. Affirmed her rt to choose endorsements.
P. Elvis Mem Foundation v. Crowell Ct says Elvis’ right of publicity is descendible under TN law—notes that the right is terminated if it is not used after the individual’s death.
Q. Comedy III Productions 3 Stooges case: p.538 Balancing test b/w 1st A and rt of publicity based on whether the work in question adds significant creative elements so as to be transformed into something more than mere celebrity likeness or imitation
a) P. 546 ct tries to split difference: what is being sold, P or D’s work? Just depiction (infringes rt of publicity) or transformed thru artistic expression (then should be in public domain)

b) Holds that no creative elements here and rt of publicity prevails

2. Weak incentive based arg that if got these rts will be careful to use and hone persona. Once you start giving baseball teams rt to control tshirts, hats, etc. you wind up w/ teams whose only contribution to human knowledge is their tshirts (mighty ducks). Not socially useful

3. Do these rts raise first amendment probs? Should be able to use Three Stooges for similar commentaries and artistic expression. 

4. What about compulsory licensing? But celebs may set price too high and stifle creativity. Not easy to determine whose permission you need, if copying artist’s style and use celebrity. 

R. Dustin Hoffman v. Capital Cities/ABC (p. 549) Tootsie configuration (altered photograph w/out permission in Los Angeles Magazine) is not commercial speech and LAM d/n act w/ actual malice so Hoffman lost his claim of misappropriation of name/likeness in violation of CA’s common law rt of publicity. 
	
	Fixed
	§102
	§106

	Motorola
	Yes
	Yes: §102 (b) method of play
	NO, state misappropriation rt at issue

	Balt. Orioles p. 530
	Yes: paid for work that was fixed by © holder (who taped game)
	Yes: falls under §102(b), method of play 
	Yes performance rt so preempted

	3 stooges
	Yes
	Not w/in 102(a) but perhaps in 102(b). Carefully honed image can be protected under state law and i/n preempted. Stock figures (Stallone) have to be in public domain so may fall w/in 102(b) but most cts say no. 
	Yes:  rt to distribute tshirts, so preempted if pass §102 test

	Midler 
	Yes
	No b/c sound recordings are © but sounds of her voice as it comes out of her throat isn’t mentioned in §102(a) so state can protect it if they want to 
	Yes: like performance rt

	Database protection
	Yes
	Specifically in §103 so w/in subject matter of © under §102 or meant to be in public domain under §102(b):  so is preempted—state c/n protect it
	No. Contractual rt is not alternative to © regime—no preemption. But still is question of exception in shrinkwrap cases. 

	Trade secrecy
	?
	Not under §102a or b and so can’t be preempted, state can protect it
	No, not an exclusive rt under §106

	Dow Jones
	Yes
	Yes: facts so is w/in §102(b)
	Selling basket of stocks is equivalent to © protection under §106. Not reproduction but perhaps a derivative work §106(2)


S. Notes (553)

1. Subject matter of (: As long as a particular work is within the subject matter of (, this preemption condition is satisfied even if the work is not suff original to qualify for ( protection or if it has entered the public domain.  Mayer (SDNY 1985) suggested that because ( law does not protect ideas, a state law offering protection to ideas w/n be preempted. Databases are the subject matter of ( for preemption purposes.

2. Equivalency: Legis history of the ( Act indicates that a state cause of action will not be preempted if it contains elements that are “different in kind” from ( inf.  Several courts have followed Prof. Nimmer’s suggestion that an “equivalent” right is one which is infringed by the mere act of reproduction, performance, distribution, or display.  If the exercise of one or more of the five rights protected by fed ( law is all that is necess to constitute an inf of the state law, preemption will occur.  If other additional elements are required to infringe the state law, no preemption (RD likes this test).  An alternate test is the “objectives” test—state law will be preempted if its only objective is to protect the creator’s economic interest in his work.

3. Fixation: 

a) Parades: parade that takes place every year, this was taped and broadcast by TV station under authority of parade organizers. Could someone else tape this parade? Yes b/c can have another image of parade that w/n previously by the previous taping

4. Sports moves/games: 
a) More constraints/rules on how to do something, less likely it is to be ©. Not much flexibility so not very creative. But dancing in the end zone is ©. P. 530 middle of page: athletic moves must be able to be copied! Otherwise, game couldn’t be played competitively.

b) Some ppl have tried to patent certain sports moves b/c they are so useful, but again this compromises competition, so this ct would be unlikely to allow it (Balt. Orioles ct)

c) §102(a) d/n include sports moves but d/n end inquiry b/c also have to ask why something IS NOT copyrightable. 

d) Look also at §102(b) to see if Congress meant it to be in public domain and thus s/n be protected by state law. Could analyze sports moves as a method of play and shouldn’t be (c) under §102(b) so state c/n protect it b/c its preempted by fed law. 
5. Improv:. More creative so more likely to be fixed if taped.
6. Misapp: Mayer noted that House Report used AP v. INS as an example of an unpreempted misapp action—said misapp not necess synonomous w/( inf.  But Dep’t of Justice objected to the inclusion of misapp in the enumerated examples of non-preempted rts, and the whole list was eventually struck.  RD says 2 kinds of misapp: 1) INS v. AP type, and 2) free floating (if there’s a value, someone should be able to capture it)
7. Right of publicity: About ½ of states have right of publicity, and in some of these states it’s descendible.  Does everyone have rt of publicity, or just celebs?  
a) Zacchini:  1st A d/n protect TV station vs. rt of publicity claim under state law. Held that showing the whole thing went way beyond mere reporting and resulted in a great degree of unjust enrichment. Can only record facts, d/n need to show act
b)  RD says that like misapp, right of pub has expanded over the years—if people can ID it as you, usually right of pub will attach.    
c) Now it applies to any identifiable usage of the persona of a famous person, includes use of their name (p.558), caricatures (Mohamed Ali), identifiable TM of characters (p. 558 note 49—Vanna successfully sued robot attired to resemble her posed next to a game board similar to Wheel of Fortune)

d) Dilution worry underlies it if endorsing this product then c/n endorse others; also reputational interest
e) Celebrity want fed rt of action b/c most worried about digitized image prob. Worried about things Humphry Bogart ad where digitized him image into Coke commercial. Outside of substitutionality worry, hard to see if rt of publicity warrants fed protection. Has 1st A value of helping us to understand older eras and for entertainment (Law Revue)

8. Orioles and Motorola both reject a partial preemption analysis—say that preemption of claims based on misapp of broadcasts but no preemption of claims based on misapp of underlying facts would expand significantly the reach of state law claims and render the preemption intended by Cong unworkable.
9. Shrinkwrap licenses

a) P.562 note 61: somebody had put on a CD 3,000 telephone numbers. Ct upheld shrinkwrap license and not preempted under section 301

b) ProCD: 7th Cir held that a breach of K action under state law based on violating a shrinkwrap license was not equiv to ( and therefore not preempted under §301(a).  Reasoning was that Ks typically affect only the parties to the agreement, while ( affects the world at large.   
c) Goes against first sale rule and allows for price discrimination by author so want to protect this under state law.

10. Choice of law: since these are state based rts need to figure out which state’s law applies. Tennessee Williams case: NY said that law that applies is where celebrity died. Chills using these images b/c hard for investors to invest in images in real way. C/n be sure what the choice of law rule will be if there turns out to be infringement

a) Trade secret CL is localized to where employee breached confidentiality so not so much of a chill on this—more certain

b) If some states have rt of publicity and others d/n will inhibit flow of info to certain areas.

PATENT LAW
I. GENERAL: Authorized by Art I, Clause 8: “useful arts.”  ( act 1952.  
A. Protects 3 types of discoveries: 
1. Utility inventions: which have the most economic significance

2. Designs: §171: must be new, ornamental, but not valuable b/c by time patent decided may be out of fashion
3. Asexually reproduced plant §161: Sexually reproduced plants protected by Agriculture Act. 
B. (’ees can bar unauth utilization of their inventions w/o having to prove copying or consumer confusion. But the term of protection is shorter.

1. For (s filed before 1/1/95 but in force on that date, protected for 17 yrs from the date of issuance or 20 yrs from date of application, whichever is longer.  
2. For (s filed on or after 1/1/95, 20 yrs from date of application. 

C. Some inventions are “noninforming”—can be sold and hidden.  ( law creates an incentive to reveal and solves Arrow’s disclosure paradox.   

II. INTRODUCTION: §§ 131-141, 104, 119, 351-76, Paris Con. Arts 2 & 4 (564-588)

A. 3 separate requirements: 

1. Enablement: Reqs inventor to reveal all info that the public will need to gain the full benefit of the invention after the patent expires, including info on construction & use.

2. Best Mode: No other country has a best mode requirement, and RD feels the req is just plain stupid.  The inventor has 20 years to make the invention better but i/n required to update the patent.  Thus, the stated “best mode” may have no relation to what the best mode is at the time the ( expires.
3. Description: “I claim:” #1 is independent claim; #2 and #3 are dependent claims (narrow the scope of what the invention is).  This is important b/c if any claim is invalidated, it is struck in its entirety.  Thus, the narrowing function of 2 and 3 is important b/c even if claim 1 is struck (obvious, say, or not novel) claims 2 and 3 may survive.  

a) Means plus function: “two roller means for movement”—want to claim ANYTHING that would impart motion—d/n want to limit yourself.

b) Comprising vs. consisting of—mean vastly different things in the ( realm.

(1) Comprising: open-ended term—Shopping carts with the specified features will infringe even if they have other features as well.  Term is used when the invention is so novel that there is no other art in the field that needs to be avoided. 

(2) Consisting of: closed-ended term—Only carts with exactly the specified features will infringe; carts w/ additional features will not.  Term is used to distinguish an invention from prior art that is somewhat similar.

III. INTERNATIONAL (568-573)
A. Paris Conv: works the same as in TM, except the period is one year rather than 6 months.  If more than 1 year and if ( issues abroad before it’s issued in the US, too long and the ( is barred (almost never happens)
B. Patent Reform Legislation: (CS 19-21) Smith Berman Bill: 

1. Priority rule would be first to file an application. 

2. Inventiveness would be judged on standard closer to ABSOLUTE novelty. 

3. No longer a distinction b/w US and foreign knowledge and use. 

4. PTO would administer 2 new systems of insuring patent quality: (1)public has expanded rt to submit info to PTO prior to allowance and (2) after issuance, party receiving notice of infringment could bring inter partes post-grant opposition proceeding. 

5. Subjective litigation elements (claims of inequitable conduct before PTO, misstating the best mode, or engaging in willful infringement) would be revised or eliminated.

6. Also: could no longer opt out of publication, eliminate best mode req., and proposes a different administration of the duty of candor.

a) Candor requirement: Failure to disclose that would’ve led the PTO to deny patent—“but for” standard, w/ knowledge of the materiality of the info.

b) PTO would be in charge of compliance w/ the candor req.

7. Quality of issued patents also depends on: 

a) 3rd parties can make pre-submissions: 6 mos. after patent app is published to submit to the examiner prior art bearing on validity, but requires fee.
b) Post-grant opposition procedure: permits inter partes challenge of issued patents w/in 9 months of the grant/reissue of the patent. Party receiving notice of infringement would have 6 month period to bring opposition proceeding and patent holder could agree to such proceeding at any time. PTO would determine whether subst. issue of patentability raised, panel of 3 admin law judges would hear merits of challenge w/ limited discovery, oral arg and appeal to Fed Cir. 

c) Opposition procedures are diff than current system of reexamination b/c more grounds of invalidity asserted, BOP is preponderance of evidence, opposer i/n estopped from challenging patent on grounds not decided in opposition. Single invalidation renders patent invalid everywhere in US

8. Minor changes: assignees could file patent app, duty of candor could apply to 3rd parties, and PTO has authority over continuation practice. 
IV. REQUIREMENTS FOR A PATENT 

A. Subject Matter: §§100, 101 (599-619) Machines, manufactures, compositions of matter are generally easy to recog; “process” requires slightly more explanation (esp electronic, computer-type transformations).  Process (s may not be as valuable as product (s b/c difficult to monitor, but better to have limited right than none at all.  
1. Improvements: improving existing tech creates only a rt to the improvement, not to the underlying invention.  Each (’ee will need the other party’s permission (cross licenses) to use the improvement.  If the underlying tech is in the public domain, only ppl wanting to use the improvement will need to seek that (’ee’s permission.

2. DIAMOND (593): USSC held that Chakrabarty’s live, new bacterium is patentable subject matter under §101—his invention has markedly different characteristics from any found in nature and also the potential for significant utility. 
a) Could say this case limits Funk, but probably d/n overrule it. 

b) Funk Brothers Seed Co. (p. 613 note 4a.) dealt with a culture of nitrogen-fixing bacteria used to innoculate plant seeds—USSC held the prod un(able on the grounds that each bacterium is a manifestation of the principle of nature which is free to all & reserved to none.  Combo of bacteria d/n change nonpatentability.
3. Merck v. Kalo Inoculant Co. (P. 613 4a.) isolation of vitamin B12 from liver: substantial change from nature so was afforded patent
4. Policy considerations: incentives vs. fear of stultifying research & later compet dev 
5. Principles vs. embodiments : Frankfurter concurrence in Funk: fine if had just asked for patent on packet of this nitrogen-fixing bacteria. But patent asked for principle of putting this bacteria together. Worse when not just product but PRINCPLE of nature. Analogy of Baker v. Selden. 
6. Rules of thumb on what’s NOT patentable developed after Morse/Bell cases p.608 (later attacked when computer programs came out) 
a) Method of doing business 

b) Function of machine (c/n patent all machines that cure cancer)

c) Printed matter 

d) Mental steps : just thinking

e) Methods dependent on human reactions
7. Computer programs

a) Gottschalk v. Benson p. 608: program converted numbers in Base 10 to Base 2. Invalidated patent but d/n rely on old rule of thumb of mental steps but on new rule of thumb of algorithms not being patentable (procedure for solving problems are principles of nature)

b) But applications of algorithms are patentable Diamond v. Diehr p. 609 (comp program that signaled when curing process for rubber was finished)

c) Since processes utilizing programs are (able, business methods that utilize programs have been successfully (ed. Ex: State Street Bank & Trust Co. (p. 599) distinction b/w using and applying algorithm p.603

(1) Ct lays rules of thumb to rest. Transformation of data by machine through a series of math calculations constitutes practical application of math algorithm, formula, or calculation b/c produces a useful, concrete and tangible result. 
(2) Subject matter not good criterion and should use other criterion for patentability (novel, nonobviousness) b/c hard to decide up front if patentable subject matter. 
(a) However, it is difficult to deny Ps on obviousness grounds b/c of limited paper trail for business methods (no prior patents, no literature on methods in journals, etc). 
(b) PTO deals w/ this by second level of review and by prior user rts p. 617 note 5: (if using business method at time patent issues, can continue to use it w/out infringing after patent issued)
d) After this case can get patent on business methods that produce useful, tangible and concrete result.  
(1) 1 click checkout out of Amazon
(2) Online auctions

(3) Selling merchandise using catalogs

(4) Constructing bldgs w/ hallways on outside or steps on outside

(5) Patent on sports moves
8. Spawned defensive patents. Used to refute suits and in exchange patent rts as form of negotiation. Huge transaction costs w/out more incentives to do business
9. Notes (606-619)

a) Difficult to draw a line between an idea, or a principle of nature, and its embodiment.  USSC invalidated part of Morse’s patent for the telegraph on the grounds that it claimed a principle rather than an embodiment, yet upheld a similar claim in Bell’s patent for the telephone.

b) Old mental-steps doctrine considered any series of steps that could be performed in a person’s head un-(able.  Worry is that (’ees will tie up every application of a principle of nature, including applications they h/n been invented (eg algorithms).  It’s possible to ( a use of an algorithm w/o (ing the algorithm by (ing the machine and/or (ing the process.

c) Cell lines and DNA are not only commercial products; they are tools of basic biological research.  (s on biological products may hinder innovation and ensnare inventors who use the product in a way not enabled by the (’ee.  Can’t get a ( on DNA, but may be able to get a ( on CDNA.  The higher up you allow (s, the more potential there is for limiting innovation
d) Patents on med tech: Many ppl think that s/n have patents and charge competitive prices (Morton) but patents are impt for quality control
(1) TRIPS reqs patents on med tech, but if nat prob d/n have to honor P
(2) Should a surgeon be able to ( a new type of incision. §287 was amended—can’t get $ or inj relief when somebody uses your (ed medical procedure/activity in an infringing way. P. 617 note 5
(3) Public pressure to drive prices down (AZT), possibility of condemnation (Anthrax)

(4) SC has intervened on issue: Labcorp v. Metabolite: method to detect vitamin B12 deficiencies, will decide if is w/in Pable subject matter

(5) Also controversial is (ability of body parts (eg Moore)  

e) PTO recently approved exam guidelines for computer-related inventions.  Also proposing new rules for nucleotide and amino-acid sequences claims
B. Utility: §101 (pp. 620-634) this req helps to ensure that the invention in fact does what’s claimed in the specification, has a use, and is thus more than just a principle of nature.  
1. Black letter on utility is that the PTO almost never challenges it (except with stiff like perpetual motion machines—violate laws of physics).   BOP is on the PTO to demonstrate that the invention is not useful.  
2. For human medicines, the app must demonstrate that the assertion of utility is credible to a person with ordinary skill in the art.  Problems have arisen lately, though, with new products for which there was no known animal or test tube model with which to demonstrate utility—new PTO guidelines ease the burden of proving utility in these cases.  

3. BRENNER v. MANSON (621): denies patent for process on making steroid that has no known use. End use vs. research use
a) USSC says a ( i/n a hunting license; not a reward for the search, but compensation for its successful conclusion. W/o a specific use the metes and bounds are not capable of precise delineation.  
b) Things that are useful to researchers should stay in public domain. Patents only for end products.
(1) But the app was for a process—as with any process, the bounds would be confined to use of the process.  

(2) Uses not yet known to he inventor at time of issuance would also be included, but this is true of every (.

c) Harlan dissented in part—worried that the result would mean that someone would invent something vital to progress but which lacked “utility,” and the ( would go to someone who took the next but perhaps less difficult step of making it commercially viable. Intermediates and new steroid processes are interesting to chemists b/c enable you to create many things and thus should be protected.
d) Should the ct have assumed that denying a ( will free (or encourage) others to seek a use for the steroid? 

(1) Yes: unless applicant kept the steroid secret, it entered the pub domain when the ( was rejected. 

(2) No: had they given him (, however, he certainly would have had the incentive to encourage others to conduct research.  He would have been forced to share royalties with the person who eventually found a use, but getting some profit is better than getting none at all.
(3) One proposed solution would be to divide utility (s into 2 categories: how-to-make and how-to-use   

e) PHARMA’s stuff would be protected under this rule but so would biologists stuff b/c many of their inventions are both a research AND end use. Ex: knowing a gene sequence is an end product  b/c can identify ppl, exonerate criminals, diagnose diseases) have both end uses and research uses

f) PTO in response issued guidelines on utility saying that whole genes are patentable but partial gene sequences are not b/c d/n know enough about them and what they’re making. In re Fisher. 

4. Detrimental uses still protected

a)  P. 598 parade of horribles controversy over whether can patent animals-- but rejected b/c can be patented even if not beneficial

b) Patent law is not the place to make moral choices and decide what the larger social ramifications of inventions will be. P.621 footnote 4: dispensed what looked like fresh squeezed OJ but was Tang, still got patent

C. Novelty: §§ 102(a), (e), (g), 104: (pp. 635-665)

1. §102 very confusing—refines the 101 req that an invention be new, but also lays out 4 distinct concepts in no partic order—novelty, statutory bar, priority, originality.  103 further elaborates on the concept of “new,” adding to the confusion.  
a) What counts as a reference (prior art/disclosure) is in the provisions of §102 that describe activity occurring “before the invention…by the applicant.” 
b) If an invention is made by another (who d/n abandon it), disseminated w/in the US, described in print, or disclosed in a pending application in US or abroad (or any combination of the above), the applicant c/n get a (. 

2. GAYLER v. WILDER (640): Fireproof safe—USSC holds that Fitzgerald is the first and original inventor, even though Conner’s safe had been kept and used for years.  Conner had never tested the fireproof-ness of his safe, and Fitzgerald is the first to confer on the public the benefit of the invention. C/n figure out how the safe is made by looking it, so no one would have reliance interest in their ability to use it. 
3. COFFIN v. OGDEN (643): K invented the reversible latch March 1861.  Erbe invented it Jan 1861.  Held that here it was abundantly clear that E’s lock was complete and capable of working (unlike Conner’s safe), was known to at least 5 persons at the time, and was put in use on a door, so was tested and shown to be successful.  Could see how lock works when saw it. Thus, E was anticipated by K and c/n get patent. 
4. Known or used in US(§102a) means invention publicly known AND used to show that its operable. The safe’s special characteristic (fireproofness) was hidden and undetectable on mere inspection, whereas anyone looking at the lock could see it was reversible.  So if the prior activity d/n inform the public of the invention, then the applicant is the one who is disseminating something new. 
5. 102(a) protects reliance interests of ppl who thinks its not Ped & want to use it

6. Also promotes library research when it’s the most effective way to discover prior art: Patent act wants you to either do your own inventive, creative work or go to the library. In ©, things aren’t indexed so well, so cheaper to make it yourself but in patent, things are indexed well and can find out thru library research first. 

7. Once get patent, presumption that all the elements are met. Need clear and convincing evidence to disprove patentability.

8. If commit fraud vs. patent office though high penalties, disbarment for lawyer and for client, patent is unenforceable in its entirety.

9. Notes (654)

a) Analysis of §102(a) “public” cases focuses on 3 issues: 
(1) Contents: did the contents of the reference in fact put the invention into the hands of the public?  

(a) Enablement: a ref will anticipate only if it contains enough info to allow the pub to practice the invention (person w/ord skill in the art).  Can never anticipate your OWN invention.
(b) Every element test: anticipation under §102(a) req that the ref disclose every element of the applicant’s invention.  “That which infringes, if later, would anticipate, if earlier.” See Scripps p. 645 
(i) Harris dissertation d/n enable & place the purported teaching of purified Factor VIIIC in possession of the public. 
(ii) Ct also allowed extrinsic evidence to educate the decision-maker to what the reference meant to persons of ordinary skill in the field
(c) Inherency: §102(a) prior art is considered to encompass info “inherent” in other works, even if those works are very different (mechanical joint/Rubik’s cube).  So long as a person with avg skill in the art would be able to find the element, it’s assumed to be there.  
(i) Disadvantage: Prior art may not always produce “inherent” result or it may not be operable 

(ii) See P. 649 In re Cruciferous Sprout Litigation: Looks at reference of cookbooks: neither book tells you if you eat sprouts it will fight cancer, just tells you how to serve them. But it is inherent in eating sprouts that will get cancer protection.
(iii) Test: If the invention had been invented and patented first, would the cookbooks be infringing? Cookbks put sprouts in the public domain, they would be infringers and so would their readers so they are anticipatory references. 
(iv) Inherency doctrine not used on §103 (just looks at face of document, allows ppl to combine diff references)

(v) Discovery of amarecium (synthetic heavy metal) not inherent b/c hard to find it and d/n always appear when reactor used (c/n be sure).

(2) Access: Is the reference accessible to the public? 

(a) Geography: §102(a) makes knowledge or use of the invention anticipatory only when it occurs in the US.  Any publication or ( is anticipatory, though, including those that are disseminated exclusively abroad. 

(i) NAFTA/GATT activity that occurs on signatory’s soil does count for purposes of determining who invented first
(ii) Protectionist:: American wants the patent even if foreigners know and use it

(iii) May violate TRIPS agreement b/c have to treat everyone equally when trying to get a patent but not when trying to defeat someone else from getting it

(iv) Even if foreign invention isn’t published or patented, US inventor w/n get patent under 102(f) if stole idea from foreigners b/c would lose on originality req
(v) Publication means something that is indexed, put on the Internet, usually printed not typed, and if in email format and confidential then not a publication. Shrinkwrap license is also not a publication b/c c/n use it for free 

(b) Dissemination: not every domestic use will be consid public enough to be anticipatory (eg fireproof safe)—even if it was really fireproof, no one knew about it, or could have known about it. 

(c) Operability: although §102(a) d/n expressly require proof that the prior art ref was operable, cts have construed it as such

(d) Field of knowledge: novelty provisions are interpreted to charge the inventor with knowledge of the entire universe of prior art, including art in fields very different from their own specialties.

(3) Date: Does the date of reference actually precede the date of the applicant’s invention?
(a) Critical date is assumed to be the date on which the applicant files a complete app disclosing the invention. 

(b) To be anticipatory, a ref must predate the date of invention, not filing so an inventor is allowed to “swear behind”—to file an affidavit that she completed the invention in this country on a date that (hopefully) precedes the reference.  
(i) Public benefit only when invention becomes a commercial product so this rule makes sense. 

(ii) We’ll give it a patent and worry about it later. When invention becomes impt, then we’ll spend resources on finding out if is not barred by prior art
(c) Effective date of a ref is the publication date if a book/journal article, or the issuance date of a (.
10. Private non-accessible inventions:

a) §102(e): (limited to US patent apps) Effective date of the issued reference is when the application for patent was filed. This rule enables secret prior art to be anticipatory. 

(1) Second inventor may not have know about first inventor b/c applications a/n made public in US but in foreign countries is published w/in 18 months. So if US citizen filing patent abroad, application will be published w/in 18 mos. 
(2) If patenting in US d/n want patent apps to be disseminated before know it will be issued in order to protect trade secrets. D/n want someone to be infringer b/c patent app was delayed.

b) §102 (g): tells you as b/w 2 indep inventor who will get patent

(1) § 102(g)(2) a person is entitled to patent UNLESS before such person’s invention, the invention was made another inventor who h/n abandoned, suppressed or concealed it

(2) So if I’m using my invention and d/n give it to public can still stop another inventor from patenting same invention. Protects trade secret holders so long as they continue to use it. 
(3) .Delma: guy invents golf ball w/ covering that just whips thru the wind and golf ball goes further. Gives it to his friends but never gets his patent. Ct says he invented and lots of ppl enjoying benefit of it so blocks patent.

c) Other countries d/n have anticipatory secret art but first inventor has prior user rt. In US no general prior user rt. 

D. Non-obviousness and originality: §§103, 102(f): pp. 666-679; 686-693; 696-713 (makes modest advances unpatentable)
1. Douglas “flash of creative genius” test created chaos and forum shopping.  RD says inventions rarely happen this way, and even if they do these are clearly not the people who need the reward of a (—a ( is essentially a bribe for hard work.  §103 remedied this, declaring that (ability could no longer be negated by the manner in which the invention was made.  RD says mechanical inventions d/n tend to survive court scrutiny—ct always thinks these are obvious.  Electrical stuff does survive scrutiny.
2. GRAHAM v. JOHN DEERE (669): USSC held that the tendency of the shank to flex is the same in all cases.  Said that if free-flexing is, as claimed, the crucial difference above the prior art, a person having ord skill in the prior art would immediately see that the thing to do was invert the shank & hinge plate—implication was that this was pretty much a basic and obvious thing to do.

a) Test: looks at scope/content of prior art, diffs b/w prior art and new invention, the level of ordinary skill in the pertinent art, and whether person w/ ordinary skill in the art could’ve made this leap. First 3 are factual ques and last one is a legal question.

3. §103 can combine certain references in same field OR in different fields if the reference is addressing the same question that patentee is asking. Kelmar v. Cook: ct combines pieces of prior art.

4. In re Dillon p. 686: Adding compounds will remove soot during fuel combustion. Ct says this is obvious when put these compounds together. Uses some aspect of inherency doctrine b/c assumes that structurally similar compound will have same effect. 

5. Alternative methods of finding nonobviousness

a) Synergy: combination provides something that is larger than its parts Great Atlantic & Pacific Tea Co. (p. 667) but this is hard to find so Stratoflex ultimately rejected this test. 
b) Teaching away: prior art discouraged this combination or obscured the problem that the inventor needs to resolve.
c) Secondary considerations: p. 703  factors external to the invention that demonstrate its inventiveness and are present b/c of inventiveness: 

(1) Long felt need for this solution

(2) Failure of others to find this solution

(3) Commercial success of the invention

(4) Acquiescence: the willingness of others to accept the patent as valid and take a license or forgo use of the invention

d) Motivation to combine by reference

e) Obvious to try

6. Ct has said that if you are only combining references b/c something in reference gives you the motivation to do it and you are certain you will be successful, then it’s obvious. If only obvious to try and d/n know if result w/ follow, then NOT obvious.
7. Harder to get patent b/c more art counts as prior art (publicly known and used, etc.) Winslow: you think of the inventor as sitting around prior art and picks out pieces and combines them. If easy for him to do that, deemed obvious

8. Only look at public things in 102a for purposes of nonobviousness

9. Notes (701)

a) All appeals from PTO and District CT now go to the Fed. Circuit so less forum shopping

b) Nonobviousness inquiry is much more openended than that of novelty and addresses the problem of hindsight. But more rigorous test.
c) Does §103 render the §102 inquiry superfluous?  Note that inherency is not used in the §103 analysis, and unlike in §102, not every field is considered fair game in the non-obviousness analysis—must be info in the same field, info in “analogous arts,” or refs that in some way suggest they would be helpful in solving this inventor’s problem.  Sometimes something flunks both the 102 and the 103 tests, but poss to fail one and not the other.  

d) §103(b): if starting or end product is novel and nonobvious then process is nonobvious.

e) 102 (f) Originality: Since info communicated to an inventor can render the invention obvious, it is said that §102(f) art is prior art for §103 purposes.
(1) Can only get patent on things you yourself invented (111, 115, 116). Need to swear that you are the inventor of a joint inventor if a group. C/n derive invention from another

(2) Old test: Need to communicate enough for someone to make it (need entire communication of all parts of invention)

(3) Oddz-On: p. 696: d/n need to communicate full steps of invention but enough to make it obvious. Secret info when added to publicly available info rendered vortex ball obvious

(a) Destabilizing test to value of patents b/c investors c/n know what inventor may or may not have been told

(b) Someone who knew about invention but c/n put it together himself whispers it to someone else who invents it. He can now block the inventor.

(4) Led congress to add §103 (c) which says that researchers can share work w/in large research org. §102(f)/§103 rule only applies when strangers say something to each other.
(5) Also applies to 102e/103: what’s disclosed in patent app that eventually issues will make another app invalid if its combined w/ other info that will make invention obvious
(6) 102g/103: this also applies to trade secrets where new app is better than what you did but you can block him by making invention obvious

(7) But w/ 102g and 102e added this makes library research for patentee worthless. Most other countries d/n need such combinations
(a) Critical date is when the patent is valid. It is the date of invention, date of app to determine novelty and nonobviousness. Can swear behind.
(b) Effective date: when reference becomes available for use (foreign patent is when it issues, US its date patent is applied for) 

E. Statutory Bars: §§ 102(b), (c), (d): CB 714-717; 734-740

1. Have statutory bars to punish the inventor for not revealing his invention expeditiously and instead tries to extend patent protection period. However, we d/n want to rush investor b/c we want the best possible invention, where the inventor has enough time to write the disclosures to fully enable ppl to use invention thru the disclosure, and we d/n want to impose burden on inventor to invest needlessly when new tech would make it easier, (c/n always reduce to practice right away w/out collateral development)

2. EGBERT v. LIPPMANN (715) (Corset stays) Barnes had indeed been using his invention publicly for more than 2 yrs prior to his app (gave it to someone who wore it for 11 yrs so w’ve extended his benefit past the 20 yr patent protection period). 
a) Public use d/n depend on the # of persons to whom the use is known
b) Some inventions by their character are only capable of being used where they c/n be seen by the public eye; AND

c) It’s NOT necessary for a finding of public use that > one of the articles is being publicly used. 
d) So even if d/n give it to anyone but used it himself, can still be barred unless he’s just experimenting w/ it.  

3. If invention is published by anyone more than a yr before patent applied for, it will be 102(b) bar. Inventor may have been thinking that he w/n done and was tweaking it but d/n matter—his intent d/n matter.
4. P. 720: Pffaf p.737 note 3: d/n require sale to start the bar, only req that invention is ready for patenting and is subject to offers to sell. Trying to sell patent rts not a sale, but if trying to sell the product, then that’s a sale. 
5. Experimental use defense: p. 738 note 4: using invention to tweak and experiment w/ it, not for own benefit to extend patent term.

a) Elizabeth v. American Nicholson Pavement: installed wooden pavement before toll-gate to see if durable so was experiment and d/n get benefit out of it. Goes on for more than a yr in a public place. 

b) If reasonable to engage in that activity for more than yr, ct will excuse it looking at all facts and circumstances.

c) Can still be experimental use when give gifts or charge ppl to use it.

d) But mkt research tests (p.739 note 5) d/n count as experimental use b/c not trying to perfect the invention but trying to fix it for sale (d/n advance science or tech)
6. § 102 (c): abandonment: hard to show unless explicit abandonment after a yr.

7. §102d: p. 740 If apply for patent in US w/in 12 mos of foreign filing date, foreign filing date is what counts. But if foreign patent issues before you apply for US patent, then can’t get foreign date but this rarely happens b/c foreign office is also slow
8. Notes (734)
a) ( law pushes people there but pushes them slowly—can keep something to yourself indefinitely, and gives you that 1 year from publication before requiring you to go to the ( office. 
b) §102b: on sale/in public use for US for over a yr before patent filed OR described in publication in US or abroad over a yr before patent filed 

c) Focus is on the inventor and whether she waited too long.  
(1) Prior art d/n reveal every element of claimed invention unlike novelty.  
(2) When the inventor herself is responsible for the prior art, she d/n need enabling info to know that she ought to be applying for the (—she already has the ability to practice the invention (Egbert) 
(3) If the prior art belongs to another and fully reveals the invention, the inventor should know that the time to apply for a ( has arrived.  
(4) If prior art belonged to someone else and did not reveal the entire invention:  Foster-type rejections (aka “§102(b)/103” rejections) apply to apps on inventions that are obvious from (s and publications more than one year before the filing date. So patentee needs to make major changes to avoid §102(b) bar.

d) For novelty, the critical date is the date of invention; for §102(b), it is one year preceding the date of application.

F. PRIORITY: § 102(g) 741-742; 748-752, 757-764

1. Priority rule: first to invent gets the patent. Trial in patent office over who invented first. Other countries say whoever filed first gets patent. 
2. Glue that holds conception & reduction to practice together is diligence. Abandonment, suppression & concealment holds reduction to practice and filing together. 
3. Conception: Mental activity—the formulation must be complete enough so that only routine experimentation is needed to make the invention operable (have in head, full idea of how to make machine) Note that corroboration is required to prove it.
4. Reduction to practice:  Constructive: file application; Actual: build invention or run the process. 

5. Abandonment suppression or concealment: if invent it and reduce it to practice then you wait a long time before going to PTO, d/n have equities in your favor. Prob if 2 yr delay before reduce it to practice.
a) Abandonment: Mason v. Hepburn—M built a gun clip and hid it away; revealed it only after he heard that H had obtained a ( on the same invention.  The interference went to court and H won.  

6. Diligence: what was the first person conceiving the invention doing if he d/n reduce it to practice before second guy? Has to be working diligently when second guy comes into the picture, that’s when diligence counts. Even short delays matter.
a) Ex: Y conceived first but reduced to practice last, need to look at diligence. As long as he became diligent when X enters pic, then he gets patent

b) 3 way interference: can try x vs. y, y vs. z, z. vs. x or just look at who reduced to practice first and decide b/w first two. Diff ways to do this

c) Senior party is the first person to file. Junior party bears burden of proof.
d) Why are we the only country in the world w/ this rule?Idea that ppl should be doing best they can under the circumstances. 

(1) Usually excuse is poor health, needed to do day job, family illnesses, sole practitioner hired had other clients, d/n have money for tools, etc.

(2) Has to do w/ notion of protecting small inventor. But small inventor d/n usually win b/c d/n have corroboration; d/n know about what need to prove claim like big research orgs do

(3) TRIPS: can use activity engaged in, in own country, if country is member of WTO, to prove that had invention first

(4) Kanamaru p. 748: Griffin conceived it first but had hiatus b/w June and Sept 1983, and then reduced to practice in January 1984. But Kanamaru applied in 1982 and Griffin w/n diligent the whole time during which his competitor entered the mkt. Ct rejects his excuse of writing grant apps and saving this project for a new grad student so Griffin lose priority.
(5) §200 of PA: Bydol Act: universities can keep patent rts and then they would be able to license them out to get the inventions to mkt. This is how universities got into the patent system but the ct refuses to give them special treatment.
7. If the first to conceive is the first to reduce to practice, she wins.  If the first to conceive is the second to reduce to practice, she wins only if she’s been diligent.  They look at the date of each party’s conception, date of reduction to practice, and the first person’s diligence at the time the second person conceived.  (Ex: Fireproof safe is reduced to practice when it survives the fire) But matter of degree: coffee w/ substantially reduced amt of caffeine, is it reduced to practice at 94% or 65% etc?

8. If first to reduce it to practice b/c you filed first and then someone comes along later, they have to bear burden that they conceived it before you did, & were diligent when you came along. Then burden shifts to you, to say you invented it before filing date. 

G. Notes (757)
1. Interferences: If it becomes clear that you’re going to lose, tactic becomes to try and show that the invention is not patentable by anyone (so that you can continue using it w/o being an infringer).  Another option is to settle privately, but this can work against the public interest: eliminate incentives to bring to the PTO’s attention information on which to reject all the applications; drive up mkts; general anti-competitive behavior.  Thus, §135 requires that agreements to settle interferences must go on public record at the PTO. 

2. For ( apps made after 6/8/95, (s will run for 20 yrs from the time of application.  Since a ( c/n be enforced until it issues, a party who believes he’s going to lose an interference has a substantial interest in prolonging the proceeding (because this eats into the ( term).  As such, §154 has been amended to extend for up to 5 yrs the term of a ( whose issuance is delayed by an interference.

3. US and Phillipines are only countries w/a “first-to-invent” rule—everyone else has a “first-to-file” rule (RD thinks the first-to-file rule is eff—makes sense).  In theory first-to-invent helps the small inventor, but no proof it actually does.  Junior user must prove by C & C evid, and small inventors may not know about corrob req.

V. INFRINGEMENT: §271 
A. No statutory compulsory licenses (compare Germany) and defenses are left to CL. Literal infringement: 2-part analysis.  First, the claims are interpreted.  Second, each claim is examined to see if it “reads on” (describes) the so-called “accused device” (or accused process). Look at every element in the claim.  (’ee not required to show copying.

1. Claim interp (no rt to jury trial for this): claims can turn out to be ambiguous—(’ee wrote app when discovery was in its infancy; by the time an inf action is brought the claims may be difficult to interp.  Courts considering ambig claims will often rely on expert testimony, dictionaries, prosecution history (if examiner held an element unpatentable and applicant relinquished it, c/n argue for it back), treatises, examiners, etc.

2. Peripheral claim: explain metes and bounds of your invention (§112). Serves notice function of what it is they’re doing and figure out if infringing. 

3. Means + function claiming allows you to claim broad area of invention. Patent reissue allows you w/in the first 2 yrs of patent to get a broader claim for the patent. But ppl who practice your invention b/w your narrower and broader claim can continue to practice it w/out infringing if stay w/in narrower scope.

4. Comparing claims to the accused device/process: Exact inverse of the novelty test, (§102) which looks to see whether every element of the claimed invention was described in the reference: If infringes later, then would anticipate sooner.  Here, det whether the accused device possesses every element of the claimed invention.

B. Beyond literal infringement: Doctrine of Equivalents: 
1. After-acquired techs are kind of substitution that doctrine of equivalents is worried about. Other countries more concerned w/ claims that patentee forgot to claim and d/n address after acquired tech
2. Graver Tank set out a “triple identity” test: function served by a partic claim element, the way that element serves function, and the result thus obtained by that element.  

a) Whether one reas skilled in the art w’ve known of the interchangeability of an ingredient not contained in the ( w/ one that was. (ex: manganese for magnesium) 
b) This test, when applied literally, could stifle inventiveness and make it difficult for 3rd parties to know when their activity will be deemed to infringe (5 is only one pH unit away from 6, yet this means a tenfold difference in the # of H atoms).

c) Rationale: if you stick only w/ literal mng of the claim then the patent is a recipe for evading it. D/n want to allow ppl to “end run” the patent and lowers incentive for inventors, want patentee to have control over the field. Ppl are going to be inventive by trying to invent around the patent,  but if it make line fuzzier/broader in original patent, then maybe ppl will leap frog over the invention and make something much much better, than a slight improvement.

3. WARNER-JENKINSON (774) makes the doctrine of equivalents narrower: must use all elements rule even when using doctrine of equivalent (for each element, someone substituted an equivalent, thus combo is infringement). If did something new w/ one element then considered to have leap-frogged the patented invention  
a) P’s ( claimed pH from approx 6.0 to 9.0; D’s worked at pH of 5.0.  P conceded that there was no literal infringement, and sued under doctrine of equivalents (no clear reason why 6.0 was picked as the lower limit).  
b) USSC upheld continued viability of the doctrine (which it had first set out in Graver Tank), and leaves it to the Fed Cir to come up with a precise formulation for the test to be applied.  Says the particular phrasing of the test is less impt than whether it is probative of the essential inquiry: “does the accused product or process contain elements identical or equiv to each claimed element of the patented invention?”  

C.  Notes (799)

1. Doctrine of equivalents: Why should (’ees be allowed to argue that devices/processes which a/n w/in literal limits of their (s are nonetheless infringing?  

a) One rationale is that if this weren’t the case it would be too easy for someone to make a slight variation and capture part of the mkt.

b) Maybe (’ee should be allowed to stretch the claims to cover things he should have claimed, but inadvertently omitted.  Don’t want to chill inventors by fear that they’ll be shut out b/c of a simple mistake.

c) “Quasi-mistake”—(’ees c/n be expected to claim every variation on their invention b/c some variations only become possible b/c of dev in other fields
d) But isn’t the means + specified function test in §112 a better solution? (eg “roller mechanisms” instead of “wheels”).  As for mistake, reissue provisions of §§251-2 give (’ees a 2-year window in which to correct for error.

2. Reverse doctrine of equivalents: Graver Tank envisioned possibility that an invention could be literally described by a claim, but if performs same or similar function in diff way, isn’t infringement  (eg air brakes).  Infrequently used, but some argue that using it more would encourage invention (if you improve something enough, may be out from under the other person’s ( entirely and thus don’t need to negotiate with them for the right to use your improvement)

3. One of the limits on the doct of equiv has always been that the doct cannot be ised to acquire exclusive rts over inventions that c/n have been (ed in the first place.

4. In the lower court opinion in Warner-Jenkinson, maj held that the doct of equiv applies only if the diffs b/w the 2 prodcts are insubstantial—thus even if an invention meets the tripartite test it w/n be consid inf if it represents a substantially different product or process from the (ed one.

5. Lately, more and more ( disputes are being tried before juries—unclear why people are requesting this (maybe b/c jury verdicts are harder to get reversed).  In Warner-Jenkinson the CAFC left the app of the doct of equiv to the jury and the USSC declined to review this part of the decision.

6. Should pioneer patents be entitled to broader reach of equivalence?  p. 808 note 2.  Yes  b/c hardest to draft (hard to know what invention is doing, limited vocab), want to encourage new fields, and first version often has the most probs. See Bell
a) But also claim that when open up new door want competitive development to make it better. Concern about upstream patents which protect fund pieces of knowledge (DNA) can dominate innovation opp and develop it more slowly.

b) Possible solution: Broad patent w/ defense to infringmnt to allow ppl to use this broad insight. This is what © has done w/ thin ©--got protection but other ppl can utilize it for social interest (§107-122 compulsory licenses/fair use). But d/n see this w/ patents p. 832 note g. compulsory licensing of patents have always been rejected

7. Festo: every amendmt d/n mean you c/n get equivalence, but narrows equivalence depending on imptance of patentability. Reveals limits of language
VI. PUBLIC ACCESS: §271
A. SPECIAL EQUIPMENT v. COE (814):  Dist Ct held that granting a ( which the (’ee has no intention of exploiting as a distinct invention, for the purpose of blocking the development of machines which might be constructed by others, is inconsistent w/the Const. req that the ( grant must promote the progress of science and the useful arts.  USSC holds that if Cong had intended a use req they would have put one in—reversed. Patentee has rt to both patents, up to patentee to structure the mkt and  he has flexibility to refuse to license. 

1. Dissent: it’s a mistake to conceive of a ( as merely another form of private property—should you be allowed to suppress for 17 years an invention which would cure a deadly disease? Prob in biotech area where w/n license process to find BRCA gene

2. Holding up isn’t defense to infringement, patentee is entitled to do this. Really big prob when upstream patent. 

B. Reverse doctrine of equivalents may allow access to vast improvemts of patented invention.

C. ADAMS v. BURKE (816): Coffin-lid (’ee transferred his ( rights to someone else for use in a 10-mile radius around Boston.  A Natick undertaker purchased some of the coffins w/in the radius but used them in Natick, which is outside it.  USSC held that where a person purchases a patented machine, the purchase carries with it the right to the use of that machine so long as it is capable of use—when you as (’ee sell a machine whose sole value is in its use, you receive consideration and c/n restrict that use.

· DAWSON CHEMICAL (826): Claim of ( misuse b/c D has “tied” the sale of ( rts to the purchase of propanil, an unpatented and unpatentable article, and b/c it has refused to grant licenses to other producers of the chemical compound.  (Note that propanil is a nonstaple commodity which has no use except through practice of the patented method).  USSC holds that what D’s doing is okay (5 to 4 decision). Cf. Grokster (when d/n have subst. non-inf uses can assume only using product (chemical in Dawson) for infringing purposes)

D. Notes
1. Sale of aerosol medication in metal container.  Medical reasons not to re-use them, held okay for (’ee to prohibit refilling by the hospitals.  Gives (’ee an aftermarket in his goods and allowed him to restrict it—controversial.  

2. ( misuse—( unenforceable until you purge the misuse
3. Is always correct that a tie-in is anticompetitive?  NO: May be like Sega console idea where patentee wants to exact price discrimination and extract full value of the patent. Not necessarily bad so no per se rule, need to look at eco effects of it and why the patentee is doing it.  Bad if he is tying to leverage rts and create a monopoly in an industry that his product has nothing to do with.
E. Madey (823) Exp use def is narrow. If doing it for fund research, then not infringmt. C/n commercialize it or do it to further legit business. In universities’ case, research & ed purposes d/n fit w/in the defense b/c are the legit business of the univ. Must be research solely for amusement, to satisfy idle curiosity, or for strictly philosophical inquiry. 
1. Can allow experimts ON P invention (should be protected to figure out if can improve patented invention) vs. exp WITH Pinventions (can use new test tube for your experiment, s/n have defense or no incentive to pay for the too)

2. Not everything in social interest becomes fair use, need to look at intrusion of the mkt in © and in patents (researching w/ patented tool will intrude on patentee’s mkt vs. researching on patented tool w/n intrude on mkt b/c not many ppl doing this) 
3. Integra:  CS (p. 29) narrow exemption for generic drug pharma companies that allows them to work w/ P invention to get ready for FDA clearance when P expires. Generic drug makers can do this research very far upstream of when patent issued

F. US always has rt to use protected innovation w/ just compensation in © and patent. Patent immunity for states in fed ct, but can sue them in state. 

G. Doctrine of repair: if some parts wear out can repair it but not rebuild it
VII. REMEDIES: §§281-287
A. Rite-Hite Corp. (844): CAFC en banc decision.  “Convoy sales”—when you buy a camera you but all kinds of stuff with it—not (ed items, but they’re a real part of the (’ee’s loss.  Ct. says you need to show a functional relationship between all the items (film qualifies; photoalbum doesn’t).  RD says danger that this will encourage people to make everything have a functional relationship—photoalbums that accommodate only one brand of picture, etc.  In this case, D was selling the machine that the (’ee was suppressing.  Minority opinion asks why we should let (’ees do this—you should get $ damages only if you’re actually in the mkt—if not, no $.   

B. Notes (874)

1. §284 doesn’t specify the circs for trebling damages, but courts usually do this only when the inf was willful.
2. Att fees: §285 says in “exceptional circs.”  When the (’ee prevails, fees usu awarded only when inf was wilful or where there was bad faith.  When the (’ee loses, award of att fees is usu based on inequitable conduct in the PTO or bad faith litigation.

3. Prejudgment interest: USSC held in General Motors that §284 gave the court flexibility to award damages “adequate to compensate for the infringement.”  There gave (’ee lost earnings on the lost profits b/c case dragged on for a very long time.

4. Injunctive relief: Used to be that cts were reluctant to award prelim inj in ( cases (b/c (’ee could be made whole with a $ award).  In order to get a prelim inj, (’ee had to prove that the ( was unquestionably valid and that the inf was clear.  When the CAFC was estab, though, cases retreated from this position—suggested that (’ees should be treated just like other holders of IP.  Now seems to be swinging back—allowing the infringer to meet public demand while compensating the (’ee seems to best serve pub and private goal
a) But public access interest is compromised in always having injunctions.  In © d/n want to give injunctions for stuff in public interest (parodies, old articles, etc) true in patents but only when invention has strong social value/health benefits (anthrax).

b) Injunction in Blackberry and possibly Ebay litigation

5. Probs when patent holder is a patent troll: the troll buys up P rts, not in business or in research, d/n have eco harm from infringement. So will hold out and sue for infringement just for money. Tax on innovation, b/c worry about infringing and trolls bringing these suits.

6. Possible reform: Have diff rules on injunctive relief when person suing is a troll or not have treble dmgs for trolls.

VIII. STATE RIGHTS AND THEIR PREEMPTION: Uniform Trade Secrets Act, §301 of ( Act
A. KEWANEE OIL (826): Is state trade secret protection preempted by operation of the federal ( law?   USSC says that the ( law does not explicitly endorse or forbid the operation of trade secret law, but if the scheme of protection developed by a state respecting trade secrets clashes with the objectives of the federal ( laws rgen the state law must fail.  Here Ohio’s trade secret law found to be okay—says until Cong takes affirmative action to the contrary, states should be free to grant protection to trade secrets.  Despite the fact that state law protection is avail for ideas which clearly fall within the subject matter of (, the nature and degree of state protection does not conflict with the fed policies of encouragement of (able invention and the prompt disclosure of such innovations. 

B. BONITO BOATS (834): What limits does the federal ( system place on the states’ ability to offer substantial protection to utilitarian and design ideas which the ( laws leave otherwise unprotected?  Fla statute made it illegal to duplicate any mfred part of a vessel hull for the purpose of sale without the written permission of the other person.  USSC says Sears and Compco both conclude that the eff operation of the fed ( system depends upon substantially free trade in publicly known, unpatented designs, and that the Fla statute substantially impedes this use—offers (-like protection for ideas deemed unprotected under the present federal scheme.  In essence, the Fla law prohibits the entire public from engaging in a form of reverse engineering of a product in the public domain.  Offers substantial, (-like protection w/o the quid pro quo of substantial creative effort.  Held that the stat is preempted by the supremacy clause.

C. Notes (847-9)

1. Sometimes utilizing an undeveloped idea submitted by one who has not been specifically hired for the purpose is actionable.  Sometimes great ideas do come to people who are not in a position to exploit them.  Rights of action in favor of idea submitters do exist in very limited circumstances—idea must be so novel, concrete, and valuable it seems unfair to ignore the submitter (eg Art Buchwald and “Coming to America”)

2. Are the federal regimes preemptive of each other?  Can the same invention be protected by both ( and ( law, or both ( and TM law?  Sort of up in the air.

3. RD says there are 3 ways states protect proprietary interests in non-(ed material:

a) Ks not to compete—most states (but not CA) enforce these

b) Trade secrecy laws.  These are also a matter of fed law now (felony)

c) Hybrid laws—special laws dealing w/problems partic to certain states—USSC said in Bonito Boats that they do have a problem with this.            

Questions: 
1. Author may not at end of renewal term, terminate rt to use a derivative work for which owner of derivative work has held valid rts in the original and renewal terms §304(c)(6)(a). was this decided after Abend?
2. Do renewal rts prevent any use of derivative work while termination rts only prevent new derivate works? If 
3. C/n tape © holder’s public performance w/out permission but can publicly perform © holder’s song w/out permission? §114: no exclusive rt to public performance w/ digital sounds exception

4. is the strongest either/or form of preemption active or dormant preemption? 

5. Status of moral rts in © in US? 
6. If one element is not equivalent, in the doctrine of equiv, then no infringement? 

7. But only have 5 yrs to make prior use defense to infringement or else senior user has incontestability?
8. do you need permission for derivative work? Just worry about renewal w/ pre-1964 works?
9. ‘diff b/w §304 and §203 for termination?

10. still need to correct notice omission w/in 5 yrs? §405?

11. 9th Cir test: is jury looking at work as a whole for intrinsic test or those parts dissected under the external test?
12. Public performances protected? Ask permission of performer or composer? Sound recordings protected from copying? 

13. How did Motorola fit into the categories of §102? Performance under §102 (a)? if not w/in §102(a) but is w/in §102(b) and but d/n fit other 2 categories—then no preemption? Are rts of publicity based on copying performances/singing never preempted b/c of §106?
14. But if ( issues abroad before it’s issued in the US, too long and the ( is barred (almost never happens)
e) §115 once authorize sound recording, other ppl have rt to create phonorecords w/ compulsory license.
f) Under GATT it is now unlawful for anyone to fix the sounds or sounds and images of a live musical perf w/o the consent of the performer.  Also unlawful to reproduce, transmit, or distribute a copy or phonorecord of such a perf from an unauth fixation.  
